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AMERICAN BOME PRODUCTS CORPORATION
Ve
MAC LABORATORIES PRIVATE LIMITED AND ANR.

SEPTEMBER 30, 1985
[AMARENDRA NATH SEN AND D.P. MADON, JJ.]

Trade Marks Act, 1940 (5 of 1940), ss.l4(l) and 39(2) and
Trade and Merchandise Marks Act, 1958 (43 of 1958), ss. 18,
46(1)(a)(b) and 48 - "Trade Mark" - What i1s - Registration of -
Valuable right on the proprietor whether conferred - Infringement
of rights - Remedies - What are.

Trade Marks Act, 1940 - s.14(1) - Trade mark 'Dristan' -
Registration of.

Trade and Merchandise Marks Act, 1958 - 5.46(1)(a)(b) -
"Trade Mark"” - Removal of from Reglster of Trade Marks = Two
conditions precedent under cl.(a) must be cumulatively satisfied
- Burden of proving applicabllity of s.46(1)(a}(b} — On person
seeking removal of trade mark - Distinction between cls. (a) and
(b) - What ig - §.46(1) - Object of - Trafficking in trade mark -
What 1s - Ascertainment of bonafide intention to use trade mark -
Whether dependant on the facts and circumstances of each case -
Whether continuous chain of events even subsequent to the appli-
cation for registration to be considered — Intentlon to use trade
mark sought to be registered — Must be genuine and real at the
date of application for registration - Whether the words
“proposed to be used by him" in .18 mean “proposed to be used by
the proprietor, his agents and servants” — Effect of sub-s.(2) of
$+48 on sub-s. (1) of .18 - What is.

Trafficking in Trade Marks — What is.
Interpretation of Statutes:
Deeming provision — Full effect to be given.

Construction leading to wmanifest absurdity, injustice,
inconvenience or anomaly to be avoided.

Precedents: Doctrine of
English decisions -~ Can be referred to, but applicability

would depend upon context of Indian laws, legal procedure and
practical realities of litdgation in India.
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The appellant~American Bome Products Corporation, 1s a
Corporation incorporated in the United States of América. Onme of
its activities is, the manufacture and warketing of pharmacenti-
cal products and drugs carried on through its division "Whitehall
Laboratories”. The appellant was dealing with the Indisn Company
- Geoffery Mappers & Co. Ltd., through its subsidiary - Home
Products International Ltd. Some time prior to 1956 it acquired
40X ghareholding in the Indian Company. In 1956 it introduced an
anti~hystemin drug in the American market under the trade-mark
"Dristan’. It got the trade mark 'Dristan' registered as a
distinctive trade mark in the Trade Merks Register in the United
States and subsequently in several foreign countries.

The appellant entered into a technical collaboration
agreement with the Indlap Company effective from Nov. 1, 1957.
Under thie agreement the Indian Company recelved the formulse,
manufacturing technology, and other assistance essential for the
efficient manufacture in India of various products of the
appellant. The appellant granted to the Indian Company, for the
duration of the agreement an exclusive and non-transferable
licence to make and sell the "Licensed Products” in India uader
the name or marks of the appellant. The agreement inter alia
further provided that rights of registered user will be extended
to the Indian Company in respect of each "Licensed Product™ by
the appellant - proprietor of such trade mark.

Pursuant to the collaboration agreement the Indian Company
manufactured and marketed the products covered thereunder and got
iteelf registered as the registered user in respect of the trade
marks relating to the goods of which the appellant was the
registered proprietor. On and from December 1957 it was decided
that the Indian Company should introduce in the Indian market
nine new drugs of the appellant including 'Dristan' tablets. On
August 18, 1958, the appellant filed an application under s.14(1)
of the Trade Marks Act 1940, in Form TM-I for registration of
the trade mark 'Dristan’ in class 5 claiming to be its proprietor
and that the sasme was proposed to be used by it. The application
wag advertised as required by the Trade Marks Rules 1942. No
Notice of opposition to the registration of the trade mark was
filed by any one and the trade mark 'Dristan' was registered on
June 8, 1959 by the Regilstrar of Trade Marks as trade mark
No. 186511 fn class 5. Thereafter, the Indian Company obtained a
licence for the purchase of a machine for manufacturing of
'Dristan’ tablets and installed the same.
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Op May 31, 1960, the first respondent - Mac Laboratories
Private Ltd. -~ applied for registration of the trade mark
"Tristine' in class 5. On Jamuary 18, 1961, the appellant filed a
notice of opposition to the registration of the mark 'Tristine'
on the ground that it was deceptively similar to i{ts trade mark
'Dristan’. The appellant's opposition was not accepted by the
Assistant Registrar of Trade Marks and by his order dt. March 27,
1962, he ordered the trade mark 'Tristine' to be registered in
Part A of the Register of Trade Marks. The Appellant thereupon
filed an appeal in the Bombay High Court which was allowed by a
Single Judge on Feb. 5, 1963. The appeal filed by tne first
respondent before a Division Bench was allowed with the
directions that the respendent's application be amended so as to
read the trade mark 'Tristine’ as 'Tristina’.

During the pendency of the application of the first
respondent for registration of the trade mark 'Tristine' the
Indian Company on Sept. 23, 1960 applied to the Central Govt.
under 8.11 of the Industries (Development and Regulation) Act
1951 for a licence to manufacture the tablet 'Dristan' which was
granted on Japuary 19, 1961 for the manufacture of ‘'Dristan’
tablete to the extent of 5 lakhs tablets per month with the
conditions that "no .royalty would be payable” and that the
products will be marketed with the trade mark already in use or
without any trade mark. It also applied for an import licence for
import of materiale for manufacture of 'Dristan’ tablets, and got
approval for manufacture of 'Dristan' tablets.

On October 18, 1961 another agreement was entered into
between the Appellant and the Indian Company for granting to the
latter the non-exclusive right to use the trade mark 'Dristan’
upon or in relation to the goods in respect of which the said
trade mark wae registered during the unexpired residue of the
term of the registration of the said™trade mark. Under this
agreement the Indian Company agreed to become the registered user
of the trade mark 'Dristan' and further agreed that the rights
granted to it under the agreement would not be deemed to entitle
it to use the trade mark otherwise than as the registered user
thereof.

On October 22, 1961, the 'Drigtan' tablets were first
marketed in India by the Indian Company. On March 6, 1962, a
joint application in Form TM-28 was made by the appellant and the
Indian Company for registering the Indian Company as a registered
user of the trade mark 'Dristan' in respect of the goods for
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which it wes registered subject to certain conditions or restric-
tions. The spplication stated that the proposed permitted use was
without limit of period subject to the right of the appellant -
registered proprietor to apply for cancellation of the registered
user forthwith after notice in writing to the Indian Cowmpany.

The first respondent on April 10, 1961 filed with the
Regigtrar of the Trade Marks an application under ss.46 and 56 of
the 1958 Act for rectifying the Register of Trade Marks by
removing therefrom the appellant’s trade mark 'Dristan’' on the
grounds:

(1) That the trade mark 'Dristan' is deceptively and
confusingly similar to the trade mark 'Bistan' already
registered in class 5 and which has been used and is
being used.

(11) That the trade mark 'Dristan' 1is deceptively
gimilar te the trade mark 'Tristine' which the Appli-
cants have lawfully been using since October 1960 in
regpect of their medicinal preparation.

(11i) That there has been no bona fide use of trade
mark 'Dristan' in India in relation to the goods for
which it is registered by proprietor thereof for the
time being upto date one month before the date of this
application.”

On May 5, 1961, the firat respondent applied for amendment
of the Rectification Application by substituting the submissions
in support of the grounds taken earlier. The submissions so
substituted were :

“{1) That the trade mark 'Dristan' was not distinctive
mark and/or was not registerable trade mark under s.6
of the Trade Marks Act, 1940 (corresponding to 8.9 of
Act No.40 of 1958), exmcept upon evidence of its
distinctiveness and no such evidence was submitted to
the Registrar before registration.

{11) That the sald trade mark was registered in
contravention of 8.8 of the Trade Marks Act, 1940
(corresponding to 8.1l of Act of 1958).
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(111) That the sald trade mark offends against the
provisions of s.1l of the Act.

(iv) That the trade mark 'Dristan' is not distinctive
of the goods of the registered proprietors.

(v) That the trade mark 'Dristan' was registered
without any bona fide intention on the part of the
Applicants that it would be used in relstion to their
wedicinal preparation for eymptomatic treatment of
respiratory aillments by them and that there has, in
fact, been no bona fide use in India of the said trade
mark 'Dristan’ in relation to the said goods by the
sald proprietors upto a date one month before the date
of this application.”

On December 7, 1964, the Registrar of Trade Marks dismissed
the Rectification Application of the first Regpondent holding-
that the Whitehall Laboratories was & division of the appellant
and not a separate legal entity and, therefore, the mark could
not be registered in its name but only in the name of the
appellant and accordingly ordered the entry in the Register
relating to the Trade Mark 'Dristan' té be varied by amending the
registered proprietor's name to read as "American Home Products
Corporation trading as Whitehall Laboratories.” The appeal filed
by the first respondent was allowed by the Single Judge holding
(1) that at the date of the making of the application for regis—
tration the appellant did not have & bona fide Intention to wuse
the trade mark 'Dristan' by itself, (2) that the appellant had
not at any time used the said trade mark in relation to the goods
in respect of which it was registered, (3) that the legal fiction
created by s8.48(2) of the 1958 Act came Into play only after a
trade mark was registered and that am Intention to use the trade
mark through somecne who would subsequently get himself regis-
tered as a registered user did not amount to an intention on the
part of the applicant for registration to use the trade mark
himself; and (4) that to accept the appellant's contention would
amount to permitting trafficking in trade marks. In view of
these conclusions the Single Judge did not decide the question
whether trade mark 'Dristan' was deceptively and confusingly
similar to the trade mark 'Bistan'.

In the appeal filed by the appellant the Division Bench held
that trade mark 'Dristan' was not deceptively and confusingly
similar to the trade mark ’'Bistan'. Dismissing the appeal it,
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however, agreed with the view taken by the Single Judge in
respect of the construction which he had placed upon 8s.18 and 48
of the 1958 Act to come to the conclusion that the appellant had
no bona fide intention to use itself the trade mark "Dristan’ and
that the appellant had not at any time made use of the sald trade
marke

In the appeal to this Court on behalf of the appellant it -
was contendéed:

(1) the legal fiction created by sub-s.(2) of s.48 is,
a8 expressly stated in that sub-section, for the
purposes of 8.46 or for any other purpose for which
such use is material under the 1958 Act or any other
law. To confine this fiction to a case of an actual
use of a trade mark by a registered user is to coniine
it only to use for the purposes of clause(b) of
8+46(1) which is contrary to the purpose for which the
fiction was created and, therefore, when s8.18(l) of
the 1958 Act (corresponding to s.l4(1) of the 1940
" Act) uses the words “proposed to be used”, these words
must be read as "proposed to be used by a proposed
registered user”.

(2) To register a trade mark which is proposed to be
used by a registered user does not per se amount to
trafficking in trade wmarks and whether it does so or
not must depend upon the facts and circumstances of
each case.

{3) The reliance placed by the High Court - both by

+ the Single Judge and the Division Bench ~ upon the
"PUSSY GALORE' Trade Mark Case [1967) R.P.C. 265, was
unjustified and unwarranted inasmuch as the provisions
of the English Trade Marks Act, 1938, are radically
different from those of the 1958 Act as also the 1940
Act and, therefore, that case has no relevance so far
as the construction of s5.18(1) read with s.48(2) of
the 1958 Act is concerned.

(4) The reliance placed by the High Court (both by the
Single Judge and the Division Bench) upon the
Shavaksha Committee Report and the Ayyanagar Report
was equally misplaced as Parliament did mot accept the
recommendations with respect to registered users.
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(5) The facts and circumstances of the case show that
the appellant had, at the date of the making of the
application for registration, a bona fide intention to
use the trade mark 'Dristan’ through & reglstered
user.

{6) In any event, the appellant itself had made bona
fide use of the trade mark 'Dristan’ up to a date one
month before the date of the First Respondent 's
Application for Rectification.

On behalf of the First Respondent following contentions were
made.

(1) The words "proposed to be used” in 8.18(1l) of the
1958 Act s8.14(1) of the 1940 Act mean "proposed to be
used by the applicant for registration, his servants
and agents” and not by any person who is proposed to
be got registered as a registered user and, therefore,
the legal fiction enacted in 8.48(2) camnnot bde
imported into 8.18(1).

(2) A registered user can only come into belng after a
trade mark is registered. Therefore, as at the date of
an application for registration of a trade mark, there
cannot be any person in existence who is a registered
user. The words "proposed to be used” cannot therefore
possibly mean “proposed to be used by a proposed
registered user”.

(3) To permit a trade mark to be registered when the
applicant himself does not propose to use it but
proposes to use it through someone else who would
subsequently be registered as a registered user would
be to permit trafficking in trade marks which is
contrary to the policy underlying the Trade Marks
laws.

{4) The only case which the 1958 Act permits the
registration of a trade mark when the applicant for
registration does not intend to use it himself but
intends to use it through another is the one set out
in 8.45, namely, where the Registrar is satisfied that
a company is about to be formed and registered under
the Companies Act, 1956, and the applicant intends to
assign the trade mark to that company with a view to
the use thereof by the company.
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{5) The 1958 Act is, as the 1940 Act was, based upon
the English Trade Marks Act, 1938, and the decision in
the 'PUSSY GALORE' Trade Mark case (supra) concludes
this point against the appellant.

(6) The Shavaksha Committee Report and the Ayyanagar
Report show the legislative intent not to allow a
proposed use by a proposed registered user to be
equated with a proposed use by the applicant for
registration. :

(7) The appellant had not at any relevant time made
use of the trade mark 'Dristan'.

(8) The appellant had fradulently obtained
registration of the trade mark 'Dristan’ by stating in
the application for registration that it proposed to
use the sald trade mark itself and by not disclosing
the fact that it proposed to use it through a proposed
registered user.

(9) The trade mark 'Dristan' was deceptively and
confueingly similar to the trade mark 'Bistan' and,
therefore, it cannot be allowed to remain on the
Register of Trade Marks.

(10) to allow the trade mark 'Dristan' tc remain on
the Register of Trade Marks would be contrary to the
policy of the Government of India.

Allowing the appeal,

HELD : (1) The Judgment of the Division Bench of the
Calcutta High Court appealed against is reversed and the order
passed by it is set aside. Appeal No.165 of 1968 filed by the
appellant before the Division Bench is allowed with costs and
the judgment aud order of the Single Judge of the High Court are
reversed and set aside. As a result, Appeal No. 61 of 1965 filed
by the First Respondent before the Single Judge of the High Court
1s dismissed with costs and the order of the Registrar of Trade
Marks, Calcutta, dismissing the First Respondent's Application
for Rectification, No.CAL-17 is confirmed. [341 B-C]

2. Before a person can make an application under s.,46(1l) to
take off a trade mark from the Register he has to be a “person
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aggrieved™. Undisputedly, the First Respondent was a “person
aggreived” within the meaning of 8.46(1). Section 46(l) provides
for two cases in which 8 registered trade mark may be taken off
the Begistrar in respect of any of the goods in respect of which
it ia registered. The first case is set out in cl.(a} of 8.46(1)
and the second in cl.{b) of that sub-section. Before cl.(a} can
become applicable two conditions are to be satisfied, namely, (1)
that the trade mark was registered without any bona fide
intention on the part of the applicant for registration that it
should be used in relation to those goods by him, and (2) that
there has, in fact, been no bona fide use of that trade mark in
relation to those goods by any proprietor thereof for the time
being up to a date one month before the date of the application
under s.46(1). The only exception to the firet condition 1s of a
case to which the provisiond of s.45 apply. Both the conditions
in cl.(a) are cumulative and not dJisjunctive. Clause (a),
therefore, will not apply where even though there has been uo
bona fide intention on the part of the applicant for registration
to use the trade mark but, in fact, there has been a bona fide
uee of the trade mark in relation to those goods by any
proprietor thereof for the time being up to a date one month
before the date of the application under s8.46(l). Similarly,
cl.(a) will not apply where, though there had been a bona fide
intention on the part of the applicant for reglstration o use
the trade mark, in fact, there has been no bona fide use of the
trade mark in relation to those goods by any proprietor thereof
for the time being up to a date one month before the date of the
application under s.46(1). [311 G-H; 312 A-E]

3. Clause (b) of s.46(l) appliez where for a continmuous
period of five years or longer from the date of the registration
of the trade mark, there has been no bona fide use thereof in
relation to those goods in respect of which it is registered by
any proprietor thereof for the time being. An exception to cl.(b)
is created by s5.46(3). Under s.46(3), the non—use of a trade
mark, which is shown to have been due to special circumstances in
the trade and not to any intention to abandoa or not to use the
trade mark iIn relation to the goods to which the application
under 5.46(1) relates, will not amount to non—use for the purpose
of el.(b). [3i2 F-H]

4. The distinction between cl.(a) and cl.(b) is that 1f the
period specified in cl.(b) has elapsed and during that period
there has been no bona fide use of the trade mark, the fact that
the registered proprietor had a bona fide intention to use the
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trade msrk at the date of the application for registration
bhecomes Jmmaterial and the trade mark is liable to be removed
from the Register unless his case falls under 8.46(3), whiie
under cl.{a) where there had been a bona fide intention to use
the trade mark in respect of which regietration was sought,
merely because the trade mar: had not been used for & period
shorter than five years from the date of its registration will
not entitle any person to have that trade mark taken off the
Register. [313 A-B]

{5) Under both these clauses the burden of proving that the
facts which bring into play cl.(a) or cl.(b), as the case may be,
exist is on the person who seeks to have the trade mark removed
from the Register, Thug, where there has been a non—user of the
trade mark for a continuous period of five years and the
application for taking off the trade wark from the Register has
been filed one month after the expiry of such period, the person
seeking to have the trade mark removed from the Register has only
to prove such contimicus non~user snd has not to prove the lack
of a bona fide intention on the part of the registered proprietor
to use the trads mark at the date of the spplication for
registration. Where, however, the non-uger is for a pericd of
less than five years, the person seeking to remove the trade mark
from the Reglster has not only to prove non-user for the
requisite period but has also to prove that the applicant for
registration of the trade mark had no bona fide intention to use
the trade mark when the applicaticn for registration was made.
[313 C-£] ’ )

(6) The defipition of "trade wark” contained in cl.(v) of
8+2(1) shows that a trade mark is a mark used or proposed to be
used in relation to goods for the purpose of indicating or ac as
to indicate a connection in the course of trade between the goods
and scme person having the right to use the mark. It is, there-
fore, not necessary for the purpose of registering a trade mark
that those goods should be in existence at the date of the
application for registration. If the position were that the mere
non-uger of a trade mark for the pericd mentioned in cl.(a) of
8.46(1) would make a trade mark liable to be taken off the
Register, it would result In great hardship and cause a large
number of trade marks to be removed from the Register, because
the moment cne month has elapsed, after the registration of a
trade mark has been ordered, a trade rival can make an appli-
cation on the ground set out in cl.(a) of s.46(l) claiming that
there has been no bona fide use of the trade mark up to a date
one month before the date of his application. It is in order to
prevent such harassment and absurd result that the two conditions
specified in cl.(a) have been made cumulative. {313 F-H; 314 A-C]
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(7) The object underlying 8.46(1) is to prevent trafficking
in trade marks. This is, in fact, the object underlying all trade
mark laws. A trade mark is meant to distinguish the goods made by
one person from those made by amother. A trade mark, therefore,
cannot exist in vacuo. It can only exist in connection with
the goods in relation to which it is used or intended to be used.
Its object is to indicate a commection in the course of trade
between the goods and some person having the right to use the
mark elther with or without any indication of the identity of
that person. When a person gets his trade mark registered, he
acquires valuable rights by reason of such registration. Regis-
tration of his trade mark gives him tbe exclusive right to the
use of the trade mark in connection with the goods in respect of
which it is registered and if there is any invasion of this right
by any other person using a mark which is the same or deceptively
similar to his trade mark, he can protect his trade mark by an
action for infringement in which he can obtain injunction,
damages or an account of profits made by other person. In such an
action, the registration of a trade mark ls prima facle evidence
on its validity. After the expiry of seven years from the date of
the registration, a trade mark is to be wvalid in all respects
except in the three cases set out in 8.32. The proprietor of an
unregistered trade mark whose mark 1s unauthorisedly usad by
another camnot, however, use for the infringement of such trade
mark. His only remedy lies in bringing a passing—off action, an
inconvenient remedy as compared to an infringement actiom.
[314 C-H; 315 A-B)

7(1) In a passing~off action the plaintiff will have to
prove that his mark has by user acquired such reputation as to
becowe distinctive of the plaintiff's goods so that 1f it is used
in relation to any goods of the kind dealt with by the plaintiff,
it will be understood by the trade and public as meaning that the
goods are the plaintiff's goods. [315 BC]

7{(ii} In an inofringement action, the plaintiff 18 not
required to prove the reputation of his mark. Further, under s.37
a registered mark i1s assignable and transmissible either with or
without goodwill of the business concerned while under .38, an
unregistered trade mark is not assignable or transmissible except
in the three cases set out in 8.38(2). [315 C-D]

(8) As the reglstration of a trade mark confers valuable
rights upon the registered proprietor thereof, 2 person cannot
be permitted to register a trade mark when he has not used it in
relation to the goods in respect of which it sought to be regis-
tered or does not intend to use relation to such goods. [315 D-E]
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Batt's casze, (1898) 2 Ch.D 432, 436; s.c.l5 R.P.C. 262, 266,
(1898) 2 Ch. D. 432 at pages 439-442, sub nominee John Batt & Co.
‘o Dumett and amotber, (1899) A.C. 420; s.c. 16 R.P.C. 411
relied upon.

(9) To get a trade mark registered without any intention to
use it in relation to any goods but merely to make money out of
it by selling to others the right to use it would be trafficking
in that trade mark. If there is po real trade connection between
the proprietor of the mark and the licensee or his goods, there
is room for the conclusion that the grant of the licence is a
trafficking in the mark. It is a question of fact and degree in
every case whether 2 sufficient trade comnection exists.
[316 A-B; 317 A-B] -

Be Smerican Greetings Corp.'s Applicatiom, [1983] 2 All E.R.
609 & 619 [1984] 1 A1l E.R. 426, 433 relied upon.

(10) The intention to use a trade mark sought to be
registered must be genuine and sreal and the fact that the mark
was thought to be something which some day might be useful would

' pot-amount to any definite and precise inteanticn at the time of
registration to use that trade mark. The intentrion to use the
mark must exist at the date of the application for registration.
Section 46{1)(a) expressly speaks of "bona fide imtention on the
part of the applicant for registration™ which would mean “at
the date when such applicant makes his application for
registration.” [317 C-E]

In re Ducker's Trade Mark (1928) Ch.l 405, 409 referred to.

{11) Intention is a state of mind. No person can make out

- the state of mind or any other person. None the less courts are

often called upon for varicus purposes to determine the state of

a person's mind. The courts can only do s6 by deducting the

existence of a particular state of mind from the facts of a case.
[317 B; 318 A]

(12) In the Instant case, in order to ascertain the inten—
tion of the appellant at the date of filing of application for
registration the facts could be summarised with roference to
three periods: (1) events which took place upto the date of the
application for registration, namely, August 18, 1958, (2) events
which happened between that date and the date of Application for
Rectification, neamely April 10, 1961 and (3) events which
happened subsequently to April 10, 1961. [320 D-E]
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12(1) Prior to 1956, the appellant had acquired a sub-
stantial shareholding to the extent ¢f 40 per cent in the Indian
Company. In 1956 the appellant introduced 'Dristan' tablete in
the American market and got the trade mark 'Dristan' registered
in the United States of America and in several other countries. A
technical ¢collahoration between the Appellant and the Indian
Company commenced from Nov. 1, 1957, and an agreement in that
behalf wes signed on May 16, 1958. In pursuance of the sald
collaboration agreement the Indian Company manufactured and
markets several produced of the appellant. The appellant got
registered its trade marks in respect of such products and the
Indian Company was reglstered as the registered user in respect
of such trade marks. As early as December 1957, it was decided
that the Indian Company should introduce in the Indian market
nine new products of the appellant including 'Dristan' tablets.
On August 18, 1958, the appellant filed an application for regis—
tration of the trade mark 'Dristan’' and the said trade mark was
duly registered on June 8§, 1959. [320 F-H; 321 A]

12(i1) During the period between August 18, 1958, and the
date of the First Respondent's Application for Rectification,
that is, April 10, 1961 the Indian Company applied for and
obtained a licence for the purchase of a Stokes Triple Layer
Machine for wmanufacturing 'Dristan' tablets and when the said
machine was received installed it at its Ghatkoper factory. It
also obtained from the appellant three units of 'Dristan® tablets
as samples and the manufacturing manual for the tablets. Further,
it applied to the Central Government under s.ll of the Industries
(Development and Regulation) Act, 1951, for a licence tc manu-
facture 'Dristan' tablets which was grented to it. It also
applied for and obtained a licence to import certain ingredients
used in the manufacture of 'Dristan' tablets and imported such
ingredients. It further applied for and obtained from the
Director, Drugs Control Administration, State of Maharashtra,
permission to manufacture 'Dristan'’ tablets. The appellant also
filed a notice of opposition to the First Respondent's appli-
cation for registration of their mark 'Tristine'. [321 H; 3224-C]

12(1ii) During the period subsequent to the First Respon~
dent's Application for Rectification, that is subsequent to April
10, 1961, on October 18, 1961, the registered user apgreement was
entered into between the appellant and the Indian Company. On
October 22, 1961 the 'Dristan' tablets were first marketed in
India by the Indian Company. (n March 6, 1962, the appellant and
the Indian Company jolntly made an application to register the
Indian Company as a registered user of the trade mark 'Dristan’.
[322 C-E]
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12(iv) The facts set out above clearly show that each of
them is an integral ligk In a chain and that they caunot be
divided into three separate periods. This continuous chain of
events establishes beyond doubt that the appeilant had an
intention that the trade mark ‘'Dristan’ should be used in
relation to the tablets i{n question by the manufacture and sale
of these tablets in India. [322 E-F]

(13) The appellant's application for registration of the
trade mark 'Dristan' was made under s.l4{1} of the 1940 Act and
was reglistered under the Act. Under s.14(1) only a perscn claim—
ing to be the proprietor of a trade mark "used or proposed to be
uged by hin" could apply for registration of that trade mark. The
provisions of 8.18(1) of the 1958 Act are identical. [323 F-G]

{14) If the 1940 Act did not contala a legal fiction similar
to that enacted in s.48(2) of the 1958 Act, the appellant's case
would fall to the ground because then at the date of its appli-
cation for registratiom of the sald trade mark, its intention
would be not to use it itself but to use it through another. The
1940 Act, however, also made provisions with respect to regis-
tered users and created a similar legal fiction in 8.39(2) of
that Act. [325 A-B]

(15) The only difference between s.39(2) of the 1940 Act and
8:.48(2) of the 1958 Act is that while under 8.39(2) the legal
fiction created by it applies "for any purpose for wk_iich such use
is material under this Act or any other law”, under s.48(2) the
legal fiction applies "for the purposes of s.46 or for any other
purpogse for which such use 1s material under this Act or any
other law”. The additicn of the words "for the purposes of s.46"
in 8.48(2) does not make any difference but clarifies the scope
of the sald legal fiction. Clause (a) of s.46(1) refers both to
bona fide intention on the part of the applicant for registra-
tion that the trade mark should be used in relation to those
goods by him™ as also to bona fide use of the trade mark ia
relation to those goods by amy proprietor thereof for the time
being™s It cannot possibly be that when 5.48(2) expressly
provides that the permitted user of & trade mark by a registered
user 18 to be deemed to be user by the proprietor of the trade
matk for the purposes of s.45, the fiction is intended ounly to
apply to the use of the trade mark referred to in the second
condition of cl.(a) of s.46(1l) and not to the use of that trade
mark referred to in the first conditicn of cl.(a). Under s5.18(1),
w application for registration of a trade mark can only be made
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by & person who claims to be tbe proprietor of that trade mark.
Therefore, the words “applicant for registration” in cl.(a) of
8.46(1) would mean “the person claiming to be the proprietor of
the trade mark who is the applicant for registratfion of that
trade mark™. The first condition of cl.(a) would, therefore, read
"that the trade mark was registered without any bona fide inten-
tion on the part of the person claiming to be the proprietor of
that trade mark who has wade the application for registration
that it should be used in relation to those goods by him.” So
read, there can be no difficulty in reading the words "by him"
also as "by a registered user”. Similarly, the legal fiction in
8.48(2) can also be applied to s.18(1). S.18(1) in the light of
the legal fiction would read as "any person claiming to be the
proprietor of a trade mark used or proposed to be used by him or
by & registered user”. By reason of the provisions of 8.39(2) of
the 1940 Act, s.l4 of that Act should also be read in the sare
way. [325 E-H; 326 A-D]

East End Dwellingn Co. Ltd. v. Finsbury Borough Council,

(1952) A.C. 109 & State of Boshay v. Pandurang Vinsyak Chephalkar
and Om-, [1953] 5,C.Rs 773 relied upon.

(16) The purposcs for which the fiction has been enacted are
set out in %.48(2). These purposes are the purposes of s.46 or
for any other purposes for which such use is material under the
1958 Act or any other law. To confine the purpose only to a part
of 8.46 would be to substantially cut down the operation of the
legal fiction. The purpose for which the tegal fiction is to be
resorted to is to deem the permitted use of a trade mark, which
means the use of the trade mark by a registered user thereof, to
be the use by the proprietor of that trade mark. [327 A-B]

(17) Section 17(1) of the English Trade Marks Act, 1938 (1 &
2 Geo, 6, ¢.22) sets out who can apply for registration of a
trade mark and is in pari materia with s8.18(l) of the 1958 Act.
Under #.17(4), the refusal by a Registrar to register the trade
mark fs subject to appeal to the Board of Trade or to the Court
at the option of the applicant. If the appeal 1s to the Court,
there can be further appeal to the Court of Appeal and from there
to the House of Lords. Section 26 provides for removal of a trade
mark from the Register and is iIn pari materia with s.46 of the
1958 Act. Section 32 deals with rectifying the entries in the
Register and is analogous to s.56 of the 1958 Act. [327 E-F]

(18) Under s.87 of the Patents, Designs and Trade Marks Act,
1883 (46 & 47 Vict. ¢.57), any registered proprietor could grant
licences to use the mark subject to any equity. The 1883 Act in
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8o far as it related to trade marks was repealed by the Trade
Marks Act, 1905 (5 Edw. 7 c.l15). The 1905 Act did not, however,
contain any power in the registered proprietor to gramt licences.
The English Act of 1938, however, introduced a system of official
approval for licences to use a trade mark particularly by provid-
ing for registering a person other than the proprietor of the
trade mark as the registered user of the trade mark. {327 G-H;
328 A]

(19) 'he High Court was unduly impressed by Pusuy Galore
Trade Merk case and unnecessarily attached great importance to
it. The High Court was justified In relying upon that case by
referring to the case of Ashok Chander Rakhit ltd., [1955] 2
S.C.Re 252 but the High Court overlooked that in Ashok Chander
_ BRakhit's case the section of the 1940 Act wiich fell for inter-
pretation was not in pari materia with the corresponding section
of the English Act of 1938 which had been judicially interpreted
by the courts in England. [332 E-G]

The Registrar of Trade Marks v. Ashok Chandra Rakhit Ltd.,
[1955] 2 S.C.Rs 252 referred to.

(20) In the absence of any binding authority of an Indian
Court on a particular po.tnt of law, English decisions in which
judgments were delivered by judges held in high repute can be
referred to as they are decisions of courts of & country from
which Indian jurisprudence and a large part of Indian law is
derived, for they are authorities of high persuasive value to
which the court may legitimately turn for assistence; but whether
the rule laid down in any of these cases can be applied by Indlan
courts must, however, be judged in the context of Indian laws and
legal procedure and the practical realities of l:lt:lgation in
Indta. [332 H; 333 A-B]

Forasol v. 0il and Matural Gas Commission, [1984] 1 S.C.R.
526, 549, 567; S.C. [1984] Supp. S5.C.C. 263, 280, 295 referred
to.

(21) The relevant provisions relating to registered users
in the English Act and In the 1958 Act are materially differeat.
The English Act creates two legsl fictions. The first 1is
contained in s5.28(2) which relates to the permitted use of a
trade wmark. That f£iction is for the purpose of .26 (which
corresponds to section 46 of the 1958 Act) and for any other
purpose for which such use is material under the knglish Act or
at common law. The second is conteined in s.29(2) and relatee to
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intention on the part of an applicant for registration that a
trade mark should be used by him. The gecond fiction is for the
purpoges of paragraph(a) of 5.26(1) which corresponds to cl.{a)
of 5.46(1) of the 1958 Act. The 1958 Act, however, contains only
one fiction. It is in 8.48(2), which is in pari materia with
8.28(2) of the English Act. The omission from the 1958 Act of a
provision similar to that contained in 8.29(2) of the English Act
does not make any difference if one were to gee s.(2) in its
proper setting and context. The English Act does not prescribe,
just as the 1958 Act does not, any period of time from the date
of registration of a trade mark within which an application for
registering of a person as a registered user of that trade mark
shouid be made. Section 29(1) of the English Act, however,
provides that an application for registration of a trade mark can
be accompanied by an application for the registration of & person
as a registered user of that trade mark, and 1f the tribunal is
satisfied that the proprietor of the trade mark intends it to be
used by that person in relation to those goods and is also satis-
fied that person will be registered as a registered user thereof
after the registration of the trade mark, it will not refuse to
register the trade mark. The effect of s5.29(l), therefore, is
that an application for registering a person as a registered user
can be made simultameously with the application for registering
the trade mark and if both are found to be satisfactory, the
application for registration would be granted and inmediarely
thereafter the registration of the registered user would be
allowed. In such a case, the intentlon on the part of the
applicant for registration that the trade mark should be used by
the registered user thereof is to be deemed to be an intention to
ugse that trade mark by the applicant for registration. This is &
special provision applicable to & special case. The fiction
created by 8.29(2) is also made applicable to the case of a
corporation about to be constituted to which the applicant
intends to assign the trade mark. There is mno such fictiom
relating to intention expressly provided in the 1958 Act, mor is
there any provision for simultanecusly making an application for
reglstration of a trade mark and an application for registering a
persor as the reglstered user of that trade wark. The purpose for
which the fiction waz created by 8.29(2) with respect to a
registered user was to eliminate all possibility of trafficking
in a trade mark by a person getting himgself registered as the
proprietor of a trade mark and thereafter going in search of some
perscn who will use it as the regilstered user thereof. If the
existence of the special fiction created by 8.29(2) cuts down the
full cperation of the general fiction enscted in s. 28(2), it
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does not follow that the absence of such special fiction in the
1958 Act will also cut down the operation of the fiction in
§448(2) in the same way by limitipg it to the actual use of a
trade mark omly. In the 1958 Act wherever the phrase “used by
him" occurs the filection will apply. In other words, the
permitted use of & trade mark 13, by the fictlon enacted in
8.48(2), equated with "use by the registered proprietor”. Conse-
quently wherever the word "use™ occurs with all its permutations
and commutations, as for instance in phrases such as “proposed to
be used by hin” or "intended to be used by him", the fiction will
apply. Form No.TM~2, which 18 the form prescribed for an appli-
cation for registration of a trade mark prescribed by the Fnglish
Trade Marks Bules, 1938, was substituted in 1982 ani under the
substituted Form a new column 18 provided which requires details
of an application under 8.29(1) to be given. The old Form No.TM-2
did not contain this requirement wor does Form TM-1 appended to
the Trade and Merchandise Marks Rules, 1959. [333 B-4i; 334 A-G]

(Z2) Under the 1958 Act, an application for registration of
a trade mark as also an application for registering a registered
uger are to be made to the Registrar and it is the Reglstrar who
has to grant both of them. The Registrar would refuse the
application if it appears to him that the grant thereof would
tend to facllitate trafficking in a trade mark. This question is
to be considered by the Registrar himgelf. The provisicns of the
1940 Act were the same but the provisions of the 1958 Act are
radically different. Under the 1958 Act, though both the appli-
cation for registration of a2 trade mark and the application for
registration of registered user are to be made to the Registrar,
the Begistrer has the power to grant the applicaticn ifor regis-
tration of the trade mark only. S¢ far as the application for
registering a person as a reglstered user 1s concerned, he has to
forward it together with his report to the Central Government and
it is for the Centrsl Govermuent to decide whether to permit such
application to be granted or not. In order to decide this, the
Central Govermment has to take into account the matters set out
ia sub—s5.(3) of 5.49 and in rule 83 of the Trade Marks Rules,
1952, The matters to be comsidered by the Central Government
include unot omly whether the permitted use, 3if allowed, would
anouat to traffickimg im trade marks but also the interests of
the general public and the development of any industry, trade or
commerce in India. After the Central Govermment has taken its
decision, the Reglstrar is to dispose of the application in
accordance with the directicns issued by the Central Govermeent.
Thus, while under the English Act the authority to decide an

-
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application for registering a registered user is the same as the
authority for registering a trade mark, under the 1958 Act they
are different and so are the considerations which are to be teken
into account. [334 H; 335 A-E])

(23) Under the 1958 Act an application for registering a
registered user can only be made ‘after & trade mark fis
registered. If an intended use by a person who will be registered
a8 a registered user is not to be included in the legal fiction
created by section 48(2), it would make that fiction operate
within a very narrow compass an almost Tender the provisions
relating to registered users meaningless. It is in very rare
circumstances that a person will get a trade mark registered as
proposed to be used by hirkelf, use it in relation to the
concerned goods, and thereafter permit it to be used by another
a5 a registered user. It is also not open to everyone who wants
to register a trade mark to form a company to which after the
trade mark is registered and the proposed company 1s incorpora-
ted, the trade mark w¥ll be assigned. These things are not
practical realitles and Parliament could not have intended such
absurd results. [335 F-H]

{24) 1t is not necessary that the appellant should have got
the trade mark registered with the intention that it will itself
use the trade mark and in order to effectuate that intenticn the
appellant should have set up a factory and menmufactured and
marketed the tablets '"DRISTAN' and then elther assigned the trade
mark to the Indian Company or to get the Indian Company regis-—
tered as the registered user of that trade mark. By reason of
forelgn ezxchange and industrial policies in India it 1s not
possible for a forelgn company to establish its own industry in
India. It can only do so by entering into a collaboration with
Indian entreprencurs in which the forelgn company would not be
permitted to bave more than 40 per cent shareholding and would be
subject to other restrictions. Even if a foreign proprietor of
a trade mark were to establish an industry of his own in Indie,
it would be absurd to imagine that it would thereafter cease
mamufacturing the goods and allow someone else to do so. It is
equally 4llogical that the gppellant and the Indian Company
should have jointly applied for registration of the trade mark
'DRISTAN'. The appellant was slready in collaboration with the
Indian Company. There was no need for it to seek other collabora-
tors to establish a new company. To assign the trade mark to the
Indian Company or to make jointly with the Indian Company an
application for registration of the trade mark 'DRISTAN' would be
to destroy the appellent's proprietorship in that trade mark.
[336 AD]
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{(25) It is a well-known principle of interpretation of
statutes that a construction should not be put upon a statutory
provision which would lead to manifest absurdity of futility,
palpatle injustice, or absurd inconvenience or anomaly. While
placing construction on s.48(2), the High Court did not apply
this principle and failled to give to the legal fiction enacted by
8.48(2) its full force and effect. [336 E-F]

*BOSTITCH® Trade Mark (1963) R.P.C. 183 and 'PUSSY GAL(RE'
Trade Moxk, [1967] R.F.C. 265 inapplicable.

(see: M. Pentish and Ors. v. Muddala Veeramallappa and
om.) [1961} 2 S5.C.R. 295, 303 referred to.

Aston v. Harlee Manufacturing Company, (1959-60) 103 C.L.R.
391 relied upon.

{(26) The Parliament did not accept the recommendation made
in Shavskasha Committee Report and Ayyanagar Report. These
Reports, therefore, cannot be referred to for ascertaining the
intention of Parliasment when enacting the relevant provisions of
1958 Act. [337 G]

(27) In the instant case, the facts on the record show
that only when it was decided to introduce 'DRISTAN' tablets in
the Indian market through the Indian Company that the appellant
made its application to register the trade mark 'DRISTAN'. There
was a close comnection in the course of trade between the
appellant and the Indian Company. The appellaunt owned 40 per cent
of the shareholding in the Indian Company. It had entered into a
technical collaboration agreement with the Indian Compsny which
provided for strict quality control and for formulae and
services to be provided by the appellant. The manufacture,
marketing and advertising of all products under the agreement
were to be under the control of the appellant. There was no
royalty payable by the Indian Company tco the appellant in respect
of the use of the trade mark 'DRISTAN'. In the event of the
collsboration agreement being terminated by reason of the
happening of &any of the events mentioned in the agreement,
amongst which events was the shareholding of the appellant becom—
ing less than 40 per cent, the Indian Company was to cease to be
entitled to manufacture the tablets 'DRISTAN'. There was here,
therefore, no question of any trafficking in a trade mark. In
these circumstances, the intention of the appellant to use the
trade mark °‘DRISTAN' through the Indian Company which was subse~
quently to get itself registered as the registered user of the
said trade wmark camnot but be characterised as bopa fide.
[338 D-H; 339 A]

s
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(28) The two conditiocus of cl.(d) of s.46(1) are cumulative
and since the first condition has not been satisfied in this
case, 1t is unnecessary to consider the question whether the
appellant had in addition to having a bona fide intention to use
the trade mark 'Dristan’ had also used it within a period of one
month beiore the date of Application for Rectification. [339 A~C]

CIVIL APPELLATE JURISDICTION : Civil Appeal No. 2159 of
1970.

From the Judgment and Decree dated 16.12.69 of the Calcutta
High Court in Appeal No. 165 of 1968.

F.5. Nariman, J.I. Mehta, Michal Fysh, T.M. Aneari, V.
Tulzapurkar, C.M. Maniar, Ashok Sagar, Aditia Narayan, Alok
Vidyalankar and D.N. Misra for the Appellant.

Dr. V. Gourl Shankar, K.L. Hathi, Manoj Arora, Nareudrabhai
Zaveril, Ms. Malati Jhaveri and Vijay F. Shah for Respondent No.l.

Ex-parte for Respondent No. 2.

T.U. Mehta and V. Dave for Intervemer.
The Judgment of the Court was delivered by

MADON, J. This Appeal has been filed pursuant to a certifi-
cate granted by the Calcutta High Court against its judgment and
order dated December 16, 1969, in Appeal No. 165 of 1968. The
certificate has been given by the High Court under sub—clauses
(a) and (c) of clause (1) of Article 133 prior to the substitu-
tion of that c¢lause by a new clause (1) by the Constitution
(Thirtieth Amendment) Act, 1972. The grounds on which the certi-
ficate has been given are (1) that the value of the subject-
matter in dispute in the court of the first instance and still im
dispute on appeal was and is not less than Rs.20,000 and that as
the judgment in appeal was one of affirmance, the appeal involves
a substantial question of law, and (ii) that the case was a fit
one for appeal to the Supreme Court. The High Court obserbed:

"The appeal raises a question of great importance in
Trade Marks Law, that is to say whether a proprietor
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of a trade mark who iIntends to use it solely by a
registered user is entitled to registration of his
trade mark, under Ser. 18 of the Trade Marks Act, or
to put it differently, do the words 'proposed to be
used by him' in Sec. 18 mean ‘'proposed to be used by
the proprietor, his agents and servants' only.... The
case also involves the question of construction of
sub-section (2} of Sec. 4& and consideration of the
effect of that sub-section con sub—section (1) of Sec.
18 of the Trade and Merchandise Marks Act, 1958."

The questions so posed by the High Court resclve themselves Into
the following two questions :

(1) Whether a proprietor of a trade mark who Intends
to use it solely by a registered user is entitled to
reglstration of his trade wmark upder section 18 of the
Trade and Merchandise Marks Act, 1958 ?

(2) Whether by reason of the provisions of sub—section
(2) of section 48 of the Trade and Merchandise Marks
Act, 1958, the words "proposed to be used by him" in
sub-section (1) of section 18 of the sald Act mean
"proposed to be used by the proprietor, his apents and
servants only” or do they also include a proposed user
by someone who will get himself replstered under
section 48(1l) of the sald Act as a registered user?

The High Court further observed :

"The matter is of considerable importance to foreign
proprietors of trade marks, to registered usere of
trade marks in general and to the Industry and
Commerce at large.” ,

Before embarking on a discussion of the above questions 1t
will be convenient to relate first the facts which have given
rise to this Appeal.

The Appellant, American Home Products Corporation, is a
multi-national corporation incorporated under the laws of the
State of Delaware in the United States of America. One of the
activities of the appellant is the manufacture and marketing of
pharmaceutical products and drugs. The division of the Appellant
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which at all relevant times carried on and still carries on this
activity is called the "Whitehall Laboratories”. Geoffrey Manners
& Co. Ltd. (hereinafter referred to as "the Indian Company”) is a
company registered as a public limited company under the Indian
Companies Act, 1913, and is & public company within the meaning
of the Companies Act, 1956. Home Products International Limited
is a wholly owned subsidiary of the Appellant and at all material
times represented the Appellant in its dealings with foreign
distributors, licencees and subsidiaries. In the present case the
said Home Products International Limited had carried or
correspondence on behalf of the Appellant with the Indian
Company. International Chemical Company Limited is ancther wholly
owned subsidiary of the Appellant. Some time prior to 1956, the
Appellant acquired a substantial shareholding to the extent of 40
per cent in the Indian Company. In 1956 the Appellant introduced
an anti-hystamin drug in the American market under the trade mark
'DRISTAN' for the treatment of respiratory ailments in the form
of a decongestent tablet for symptomatic relief for cold and
congestion. The Appellant got the trade mark 'DRISTAN' registered
as a distinctive trade mark in the Trade Marks Register in the
United States and subsequently thereto between 1957 to 1961 in
about 3% other foreign countries. These countries included Great
Britain, Ireland, Belgium, Demmark, France, Holland and other
countries in the Continent of Europe, Canada, Mexico, and several
countries in south America, Asia and Africa.

By an agreement signed on May 16, 1958, effective from
November 1, 1957, the Appellant entered into a techmical
collaboration agreement with the Indian Company. The recitals of
the said agreement are material and may be reproduced. They read
as follows :

" WHEREAS, American Home Products Corporation directly
or through its wholly owned subsidiaries is ¢ne of the
leading American manufacturers of drugs, pharmaceuti-
cals, bilologicals, vaccines, antibiotics, nutritionals
and medicinal preparations and conducts continuously
active reserach in its various laboratories for the
discovery of new and improvement of existing
therapeutic products, and

WHEREAS,  American Home Products Corporation is
prepared to provide Geoffrey Manners on the terms and
conditions of this Agreement the formulae and
manufacturing  technology and other assistance
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essential for the efficient manufacturé in India of
various American Home Products Corporation products,
and

WHEREAS, Geoffrey Manners has access to and use of
lands and buildings and has the experience,
facilities, equipment and personnel needed or desired
for successful production, sale and distribution of
the aforementioned products in India."

The said agreement related to two classes of products, namely,
"Whitehall Products” and "Weyth Products”. We are concerned in
this Appeal with Whitehall Products. The term “"Whitehall
Products” was defined in the sald agreement as meaning “all
formulations owned by or whose sales are promoted under the
direction of Whitehall Laboratories Division of American Home
Products Corporation or International Chemical company Limited
which are manufactured and sold under the name or trade marks of
Whitehall Laboratories Division of American Home Products
Corporation or International Chemical Company Limited and
packaged in form for sale and distribution by the trade to the
ultimate consumer™. The term "Licensed Products” was defined in
the said agreement as meaning “those Whitehall Products whose
import, manufacture, sale or distribution in India by Geoffrey
Manners are licensed under and pursuant to the terms of this
Agreement. These shall include those identified in Schedule a
annexed hereto and made a part hereof.” Schedule A to the said
agreement set out four products, namely, 'Anacin', 'Kolynos'
Dental Cream, 'Bismag', and ‘'Anne French' Cleansing Milk.
'DRISTAN' was thus not mentioned in the said Schedule A. Under
the said agreement, the Appellant agreed to furnish or cause to
be furnished to the Indian Company the manufacturing technology
and other assistance essential for the efficient manufacture by
the Indiar Company of inter alia the Licensed Products and
further agreed that qualified employees of the Indian Company may
visit the laboratories, plants and facilities of the Appeliant to
observe and learn for the period required to obtain the necessary
working knowledge, the methods and equipment for the production
of the Licensed Products and that qualified members of the
appellant would be assigned to discuss such method and equipment
with such qualified employees of the Indian Company during the
period of their visits. The Indian company likewise agreed that
qualified employees of the appellant may visit the laboratories,
plants and facilities of the Indian Company in order to observe
and examine the methods being employed and the equipment being
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used for the Licensed Products. The Appellant further agreed to
supply to the Indian Company a written description of each
process utilized for the production of Licensed Products
inciuwding flowsheets of processes, necessary test mathods and
basic specificaticens for apparatus and equipment utilized im
production and that thereafter the Appellant and the Indian
Company should furnish each other with all significant
information which either of them developed and was free to
disclose concerning improvements in the processes and in the
equipment, raw materials and intermediates used therein. It wasg
further agreed that before making any offer to a third party or
contracting any commitment with a thivd party for the purpose of
mamufacture and sale in India of any Whitehall Products, the
Appellant would offer to the Indlan Company, upon the terms and
conditions set out 4in the sald agreement, “the right to
manufacture, sell and/or distribute” such products in India. In
the event of such offer belng accepted by the Indian Company in
regpect of any Whitehall product, such product would be deemed a
Licensed Product for the purposes of the said agreement. During
the period 72f the sald agreement, the Indian Company agreed not
to manufacture, distribute or sell any new products whose
production or sale would compete with the production and sale of
the Licensed Products except with the prior comsent thereto in
writing obtained from the Appellant, and the Appellant granted to
the Indian Company for the duration of the sald agreement an
exclusive and non-transferable license to make and sell the
Licensed Products in Indlia under the name or marks which for
these purposes the Appellant would design or cause to be designed
for such products. Clause (a) of Article IV of the said agreement
inter alia provided that "Rights of registered user will be
extended to Geoffrey Manners in respect of each Licensed Product
by the proprietor of such trade mark". Further, under the said
agreement the Appellant was to furnish to the Indian Company the
manufacturing technology applicable to each Licensed ‘Product and
to provide reasonable engineering and technical assistance and
instructions to those representatives of the Indian Company who
were to direct or supervise the manufacture of such products and
who would visit the Appellant's plants for such assistance and
instructions. The advertising expenditures, plans and budgets for
each fiscal year with respect to each Licensed Products was to be
determined annually and approved by the Appellant and the
selection, appointment of all advertising agencles by the Indian
Company for promoting the sale and distribution of the Licensed
Products was to have the previous agreement in writing of the
Appellant. The sald agreement alsc set out in detail the variocus
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services which were to be rendered by the Appellant to the Indian
Company. The said agreement was to continue in force for an
indefinite period of time subject to its sooner termination in
the event of any of the eventualities set out in the said
agreement taking place, one of them being that of the Appellant
ceasing to be the owner of at least 40 per cent of the issued and
outstanding share capital of the Indian Cowpany. The said
agreement contained a secrecy clause and upon the termipation of
the said agreement, the Indian Company had to return to the
Appellant all manufacturing technology received by it from the
Appeliant and not to make any use of it thereafter.

In pursuance of the said collaboration agreement the Indian
Company manufactured and marketed the products covered thereunder
and got itself registered as the registered user in respect of
the trade marks relating to the said goods of which the Appellant
was the registered proprietor. The correspondence on the record
shows that on and from December 1957 it was decided that the
Indian Company should introduce in the Indian market nine new
products of the Appellant including 'DRISTAN' tablets. On August
18, 1958, the Appellant filed an appllcation under section 14(1)
of the Trade Marks Act, 1940 (Act No. V of 1940) in the
prescribed form TM-I for registration of the trade mark 'DRISTAN'
in class 5 (which includes pharmaceutical substances) as a
medicinal preparation for treatmwent of respiratory ailments
claiming to be the proprietor of the said mark by whom the said
mark was proposed to be used. The said application was advertised
as required by the Trade Marks Rules, 1942. No wuotice of
opposition to the registration of the said trade mark was filed
by anyone and the trade mark 'DRISTAN' was registered by the
Registrar of Trade Marks, Bombay, as Trade Mark No. 186511 in
class 5 on Jume 8, 1959. With effect from November 25, 1959, the
Trade Marks Act, 1940, was repealed and replaced by the Trade and
Merchandise Marks Act, 1958 (Act No. 43 of 1958).

Thereafter the Indian Company applied for and obtained a
licence for the purchase of a Stokes Triple Layer Machine which
could produce two—layered tablets, the intention being to use
this machine for the purpose of manufacturing *DRISTAN' tablets.
The Indian Company intimated this fact to the Appellant asking it
to supply urgently the manufacturing manual for 'DRISTAN®
tablets. The Indian Company also wrote to the Appellant asking it
to supply free of cost three units (comprising twenty four
tablets in all) of 'DRISTAN' tablets as samples. The manufactur-
ing manual as also the samples were duly sent by the 4ppellant to
the Indian Company.
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On May 31, 1960, Mac Laboratories Private Limited, the First
Respondent in this Appeal, applied for registration of the trade
mark ‘'TRISTINE' 1in class 5 in respect of 1ts medicinal
preparation for symptomatic treatment of vespiratory ailments. On
January 18, 1961, the Appellant filed a unotice of opposition to
the registration of the sald mark 'TRISTINE' on the ground that
it was deceptively similar to its trade mark 'DRISTAN'. The
Appellant's opposition was not accepted by the Assiscant
Registrar of Trade Marks, Bombay, and by his order dated March
27, 1962, he ordered the trade mark 'TRISTINE' to be registered
in Part A of the Register of Trade Marks. The Appellant thereupon
filed an appeal in the Bombay High Court which was allowed by a
learned Single Judge of that High Court on February 5, 1963. The
First Respondent thereupon filed an appeal before a Division
Bench of the said High Court and the Division Bench on April 19,
1968, allowed the said appeal but directed that the Respondent’s
application be amended so as to read the trade mark 'TRISTINE' as
'"TRISTINA'.

In the meantime, while the First Respondent's application
for registration of the trade mark 'TRISTINE' was pending, the
Indian Company applied on September 23, 1960, to the Central
Govermment under section 11 of the Industries (Development and
Regulation) Act, 1951, for a licence to manufacture the tablets
'DRISTAN'. In the said application, the Indian Coupany stated :

"No Royalty payment 1s involved. This new product will
be marketed under the trade mark 'DRISTAN' which
belongs to American Home Products Corporation, New
York who own 40% of the Company's capital and whose
products are manufactured and distributed by us in
India.”

The Indian Company installed the said Stokes machine at its
Ghatkopar factory on October 5, 1960 and also informed the
appellant that as the sald machine was installed, the Indian
Company would be working on experimental batches of 'DRISTAN’
tablets after completing a few formalities with the Govermment.
It also wrote to the said Home Products International Limited
requesting it for a sample of 200 gms of Phenindamine Tartarate
U.5.P., one of the ingredients used in the manufacture of
'DRISTAN' tablets. The Indian Company also applied for an lmport
licence for import of Phenylophrine Hydrocloride and Phenindamiire
Tartarate to the value of Rs. 6,000 and Rs. 12,0600 c.i.f. Bombay
respectively for the purpose of imitial production of 'DRISTAN®
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tablets. The licence under the Industries (Development and
Regulation) Act, 1951 was granted to the Indian Company on
January 19, 1961, for the manufacture of 'DRISTAN' tablets to the
extent of five lakhs tablets per month. Two of the conditions of
the said licence were that "no royalty would be payable” and that
"the product will be marketed with the trade mark already in use
or without any trade mark"™. .A further condition was that no
special concession in regard to the import of basic raw materials
and ingredients would be sought in relaxation of the general
policy in force from time to time. On January 23, 1961, the
Indian Company applied to the Director, Drugs control Administra—
tion, State of Maharashtra, for permission to manufacture
'DRISTAN' tablets. The said application was approved by the Drugs
Controller on February 10, 1961. Meanwhile, on January 18, 1961,
the Appellant had filed a notice of opposition to the application
for registration of the mark 'TRISTINE'. As a counterblast to the
said notice of opposition, the First Respondent on April 10,
1961, filed with the Registrar of Trade Marks, Calcutta, an
application, being Applicatlon No. Cal-17, for rectifying the
Register of Trade Marks by removing therefrom the Appellant's
trade mark 'DRISTAN'. On May 5, 1961, the first Respondent appli-
ed for amendment of the said Recitification Application by
substituting the paragraph containing the submissions in support
of the grounds taken therein by a new paragraph. This application
for amendwent was allowed.

On October 18, 1961, an agreement was entered into between
the Appellant and the Indian Company for granting to the Indian
Company the non—exclusive right to use the trade mark 'DRISTAN'
upon or in relation to the goods in respect of which the said
trade mark was registered during the unexpired residue of the
term of the registration of the said trade mark and during all
extensions of the same subject to the determination of the sald
agreement as provided therein. By the said agreement, the Indian
Company agreed to become the registered user of the said trade
mark 'DRISTAN' and further agreed that the rights granted to it
under the said agreement would not be deemed to entitle it to use
the said trade wmark otherwise than as the registered user
thereof. Clauses 3, 4, 5, 6 and 7 of the said agreement provided
as follows :

“3. The Indian Company shall follow the formulae and
specifications prescribed and supplied by the American
Company. The Indian Company will conform to the
technical advice tendered, will wuse the quality
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control metheods prescribed by or on behalf of the
American Company in the course of manufacture of the
goods and will not place upon the market any goods
which do not attain to the standard of quality fixed
by the American Company.

4. To ensure maintenance of standards, the Indian
Company will submit to the American Company or to
laboratories designated by the American Company for
test purposes batch samples of the goods manufactured
and also permit duly authorised representatives of the
American Company to exawmine and inspect the Indian
Company's installations and manufacturing processes
and control methods used in the manufacture of the
sald goods on the premises of the Indian Company at
any time.

5. The Indian Company convenants that it will not use
the said Trade Mark in any manner whatsoever which may
jeopardize the significance, distinctiveness or valid—
ity of the said Trade Mark and the Indian Company will
take all gteps within its power to protect and defend
or assist in protecting defending the right of the
American Company in and to the said Trade Mark.

6. All use of the said Trade Mark by the Indian
Cowpany shall clearly show I1ts ownership by the
American Company and its use by the Indian Company
only by permission of the American Company. The Indian
Couwpany therefore will apply and use the said Trade
Mark only in such form and mammer as the American
Company may from time to time direct and all labels,
containers, packing, pamphlets, advertising and the
1like shall show the said Trade Mark in manner, design
and use as the American Company so directs and with
the prior approval in writing of the American Cowmpany.

7. There is no royalty or other remuneration payable
by the Indian Company to the American Company for the
proposed permitted use of the said Trade Mark.”

The said agreement provided that in the event of any breach or
default by the Indian Company of any of the conditions contained
in the said agreement, the appellant would have the right to
prohibit forthwith further use by the Indian Company of the trade
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wark 'DRISTAN'. The said agreement was to remain in force until
determined by either party by ninety days' notice in writing and
in the event of such termination the Indian Company was to
discontinue all further use of the said trade mark and to deliver
to the Appellant the manufacturing techonology relating to the
sald tablets 'DRISTAN' including formulae, raw materials,
finishing wmaterials and packing wmaterials supplied by or on
behalf of the Appellant and to hold at the disposition of the
Appellaut or its authorized representative all stocks of finished
goods ready for transfer te any party or parties to whom the
Appellant or its authorized representative wmay direct delivery
against payment of any accrued or unpaid manufacturing charges
with respect to the same.

On October 22, 1961, the 'DRISTAN' tablets were £first
warketed in India by Indian Company. On March 6, 1962, a joint
application in Form TM-28 was made by the Appellant and the
Indian Company for registering the Indian Company as a registered
user of the trade mark 'DRISTAN' in respect of the goods for
which it was registered subject to the following conditions or
restrictions set out in the said application :-

“The Trade Mark is to be used by the registered user
in relation to the goods only so long as the goods are
manufactured in accordance with the formulae and
specifications prescribed and supplied by the
registered proprietor, only so long as the registered
user conforms to the technical advice tendered and
uses the quality control methods prescribed by or on
behalf of the registered proprietor in the course of
manufacture of the goods and only so long as the
registered proprietor has a right to inspect, on the
premises of the registered wuser, the goods, the
installations, wmanufacturing processes and control
methods used in the manufacture of the goods and is
supplied on request with samples of the goods.”

In the said application it was stated that the proposed permitted
use was without limit of period subject to the right of the
registered proprietor, namely the Appellant, to apply for cancel-
lation of the registered user forthwith after giving ninety days
notice in writing to the Indian Company. The said application was
accompanied by an affidavit of Kemnmeth A. Booham, the Executive
Vice President of the Appellant, affirmed on October 18, 1961,
that the trade mark 'DRISTAN' was not till then used in India. In
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view of the sald rectification proceedings, the sald application
for registering the Indian Company as registered user of the
trade mark 'DRISTAN' was not processed but kept pending until the
final decision of the Rectification Application made by the First
KRespondent.

On December 7, 1964, the Registrar of Trade Marks, Calcutta,
dismissed with costs the First Respondent's Rectification Appli-
cation. The First Respondent thereupon filed an appeal in the
Calcutta High Court, being Appeal No.6l of 1965, making the
Second Respondent before us the Registrar of Trade Marks,
Calcutta, the Second Respondent thereto. A learned single Judge
of the said High Court by his judgment delivered on May 10, 13
and 14, 1968, reported as Mac Laboratories Private Ltd. v.
American Home Products Corporation and Anr. A.I.R. 1969 Cal. 342,
allowed the said appeal with costs and set aside the order of the
Registrar of Trade Marks. Thereupon, the Appellant filed a
further appeal, being Appeal FNo. 165 of 1968. A Division Bench of
the said High Court by its judgment and order dated Decembper 16,
1969, reported as American Home Products Corpm. v. Mac
Laboratories Private Ltd. and Aor. (1970~71) 75 C.W.N. 118, S.C.,
[1984] Fleet Street Reports 215, dismissed the said appeal with
no order as to costs. It is against this judgment and order that
the present Appeal by certificate has been filed.

In order to appreciate what was held by the Registrar of
Trade Marks and the learned Single Judge and the Division Bench
of the Calcutta High Court and to test the correctness of the
rival submissions advanced before us, it is now necessary to
refer to the relevant statutory provisions.

The first legislation in India relating to trade marks was
the Trade Marks act, 1940 (Act No. V of 1940), herelnafter
referred to as “"the 1940 Act". The 1940 Act was repealed and
replaced with effect from November 25, 1959, by the Trade and
Merchandigse Marks Act, 1958 (Act No. 43 of 1958), hereinafter
referred to as “"the 1938 Act”. Section 2 of the 1958 Act is the
definition section. Clause (v) of section 2(1) defines the
expression “trade mark™ inter alia as meaning "a mark used or
proposed to be used in relation to goods for the purpose of
indicating or so as to indicate a comnection in the course of
trade between the goods and some person having the right, either
as proprietor or as registered user, to use the mark whether with
or without any indication of the identity of that person”. The
definition of the expression "trade mark” contained in clause (1)
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of section 2 of the 1940 Act was the same as the portion of
clause (v) of section 2(1), of the 1958 Act reproduced above.
Under clause (b) of section 2(2) any reference tc the use of a
wark in relation to the goods is to be construed as “"a reference
to the use of the mark upon, or in any physical or in any other
relation whatsoever, to such goods”. Clauses (q), (r) and (s}
of section 2(1) define the expressions “registered propritor”,
"registered trade mark” and "reglstered user”. They read as
follows :

"(q)} 'registered proprietor', in relation to a trade
mark, means the person for the time being entered in
the register as proprietor of the trade mark;

{r) 'registered trade mark' means a trade mark which
is actually on the register;

(8} ‘registered user' neans a person who is for the
time being registered as such under section 49".

Clause (x) of section 2(1} defines the expression "tribunal" as
meaning “"the Registrar or, as the case may be, the High Court,
before which the proceeding concerned is pending”.

The other definition which is relevant for our purpose is
that of the expression "permitted use” contained in clause (m) of
section 2(1). That definition is as follows :

"(m) 'permitted use', in relation to a registered
trade mark, means the use of a trade mark -

(i) by a registered user of the trade mark in relation
te goods -

(a) with which he is connected in the course of trade;
and

{b) in respect of which the trade mark remains
registered for the time being; and

{c) for which he is registered as registered user; and
(ii) which complies with any conditions or

restrictions to which the registration of the trade
mark 1s subject".
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Section 6 provides for the maintenance of a record called
the Register of Trade Marks in which all regilstered trade marks
are to be entered. Under section 7(l), the Register is to be
divided iuto two parts called respectively Part A and Part E.
Under section 7(2}, the Register or Trade Marke existing at the
compencement of the 1958 Act 1s to be incorporated with and to
form part of Part A of the Register. The Appellant®s trade mark
'DRISTAN' having been reglsteced under the 1940 Act, it became
part of Part A of the Register of Trade Marks under the 1958 Act.
Under section 136(2), a registration made under the 1940 Act is,
if in force at the commencement of the 1958 Act, to coatinue imn
force and have effect as if made under the corresponding provi-
sion of the 1958 Act. Sub-section (1) of section 9 of the 1958
Act, which corresponds to sub~section (1) of section 6 of the
1940 Act sets out the requisites for registration of a trade
mark. Under it a trade mark is not to be registered ip Part A of
the Reglster unless it contains or consists of at least one of
the essential particulars set out in that sub-section. Ome of the
essential particulars set out in section 9(1) is "one or more
invented words".

Sub~section (1) and (4) of section 18 provide as follows :
"18. Application for Registration. -

(1) Any person claiming to be the proprietor of a
trade mark fised or proposed to be used by him, who is
desirous of registering it, shall apply in writing to
the Kegistrar in the prescribed manner for the
registration of his trade mark either in Part A or in
Part B of the Register.

X X X X X X

(4) Subject to the provisions of this Act, the
Registrar may refuse the application or may accept it
absolutely or subject to such amendments, modifica-
tions, conditions or limitations, 1f any as he may
think fit."

The Appellant's application for registration of the trade mark
'DRISTAN' was made under section 14(1) of the 1940 Act which
provided as follows :

"l4. Application for registration.-
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(1) Any person claiming to be the proprietor of a
trade mark used or proposed to be used by him who is
desirous of registering it shall apply in writing to
the Registrar in the prescribed manner, and subject to
the provisions of this Act, the Registrar may refuse
the application or may accept it absolutely or subject
to such amendments, modifications, conditions or
limitations, 1f any, as he may think fic."”

It is pertinent to note that both under section 14(1) of the 1940
Act and section 18(l) of the 1958 Act, an application for
registration must be a person claiming to be the proprietor of a
trade mark used or proposed to be used by him. Therefore, unless
it is the case of an applicaut for registration that he is the
proprietor of a trade mark which has been used by him or which is
proposed to be used by him, he is not entitled to registrationm.
Admittedly, in this case the trade mark 'DRISTAN' was not at any
time used by the Appellant in India at the date when it made its
application for registration on aAugust 18, 1958, nor did it claim
in its application that the said trade mark had been so used by
it. What was stated in the saild application was that the said
trade mark was proposed to be used by it. Once an application for
registration is made and accepted by the Registrar, the Registrar
has to cause the application to be advertised and within three
months from the date of the advertisement, any person may lodge
with the Registrar a notice of opposition in writing to the
registration of such mark. A copy of such notice of opposition is
to be served upon the applicant. These provisions made in
sections 20 and 21 of the 1958 Act correspond to section 15 of
the 1940 Act. Under section 23(1), 1if the application has mnot
been opposed and the time for giving the notice of opposition has
expired or 1f the application has been opposed and the opposition
has - been decided in favour of the applicant, the Registrar is
“"uniess the Central Government otherwise directs" to register the
said trade mark in Part A or Part B of the Register, as the case
may be. The trade mark when registered is to be registered as of
the date of the making of the application for registration and
such date is to be deemed to be the date of registration. A
similar provisions existed in section 16 of the 1940 Act. No
notice of opposition to the reglstration of the trade mark
'DRISTAN' was ever lodged by anyone, and accordingly it was
ordered to be registered by the Registrar of Trade Marks. In view
of the provisions of section 16 of the 1940 Act, the said trade
mark 'DRISTAN' was to be deemed for the purposes of the 1940 Act
to be registered from the date of the application for its
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registration, namely, from August 18, 1958, and even after the
coming inte force of the 1958 Act to be deemed to be registered
from the same date for the purposes of the 1958 Act. Under
section 25 of the 1958 Act, which correspouds to section 18 of
the 1940 Act, the registration of a trade mark is to be for a
period of seven years, but can be renewed from time to time on
application made by the registered proprietor of the trade mark
in the prescribed manmer and! within the prescribed pericd and
subject to the payment of the prescribed fee. The renewal of the
registration of a trade mark 1s to be for a period of seven years
from the date of expiration of the original registration or the
last renewal of registration, as the case may be.

The registration of a trade mark confers very valuable
rights upon the rvegistered proprietor of that trade mark. Under
section 27(1) of the 1958 Act, no person can institute any
proceeding to prevent, or to recover damages for, the infringe—
ment of an unreglstered trade mark. However, his right of action
againgt any person for passing off goods as the goods of another
person or the remedies 1n respect thereof is not affected by
reason of the fact that his trade mark is an unregistered one.
Under section 28(1l) of the 1958 Act, gubject to other provigions
of the Act, the registration of a trade mark, if valid, gives to
the registered proprietor of the trade mark the exclusive right
to the use of the trade mark in relation te the goods in respect
of which the trade mark is registered and to obtain relief in
respect of that a company is about to be formed and registered
under the Companies Act, 1956, and that the applicant intends to
assign the trade mark to that company with a view to the use
thereof in relation to those goods by the company.

(2) The tribunal may, in a.case to which sub-section (1)
applies, require the applicant to give security for the costs of
any proceedings relative to any opposition or appeal, and in
default of such security being duly given may treat the appli-
cation as abandoned.

(3) Where in a case to which sub-section (1) applies, a
trade mark in respect of any goods is registered in the name of
an applicant who relies on intention to assign the trade mark to
a company, then, unless within such period as may be prescribed,
or within such further period not exceeding six months as the
Registrar may, on application being made to him in the prescribed
manmer, allow, the company has been registered as the proprietor
of the trade marks in respect of those goods, the registration
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shall ceased to have effect in respect thereof at the expiration
of that period, and the Registrar shall amend the register
accordingly."”

An important section for the purpose of the present Appeal
is section 46 which provides for removal of a reglstered trade
mark from the Register. The infringement of the trade mark in the
manner provided by the 1958 Act. A similar provision was to be
found in section 21(1) of the 1940 Act. Section 29 of the 1958
Act defines what constitutes infringement of a trade mark while
section 30 sets out the acts which do not constitute an
infringement of the right to the use of a registered trade mark.
Under section 36, a regilstered proprietor of a trade mark has the
power to assign the trade mark. Under section 37, a trade mark is
assignable and transmissible whether with or without the goodwill
of the business concerned and that in respect either of all the
goods in respect of which the trade mark is registered or of some
only of those goods. Under section 38, an unregistered trade mark
is not assignable or transmissible except in the cases set out in
sub-section (2) of that section.

Section 45 provides as follows :

"45 Proposed use of trade mark by company to be
formed.—

(1) No application for the registration of a trade
mark in respect of any goods shall be refused, nor
shall permission for such registration be withheld, on
the ground only that it appears that the applicant
does not use or propose to use the trade mark, if the
Registrar is satisfied material provisions of section
46 are as follows :

"46. Removal: from register and dimposition of
Hoitations on ground of nomuse.—

(1) Subject to the provisions of section 47, a
registered trade mark may be taken off the register in
reepect of any of the goods in respect of which it is
reglstered on application made 1in the prescribed
manner to a High Court or to the Reglstrar by any
person aggrieved on the ground either -

(a) that the trade mark was registered without any
bona fide intention on the part of the applicant for
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registration that it should be used in relation to
those goods by him or, in a case to which the
provisions of section 45 apply, by the company
concerned, and that there has, in fact, been no bona
fide use of the trade mark in relation to those goods
by any proprietor thereof for the time being up to a
date one month before the date of the application; or

(b) that up to a date one month before the date of the
application, a continuous period of five years or
longer had elapsed during which the trade mark was
reglstered and during which there was no bona fide use
thereof in relation to those goods by any proprietor
thereof for the time being:

Provided that, except where the applicant has been
permitted under sub-section (3) of section 12 to
register an identical or nearly resembling trade mark
in respect of the goods in question or where the
tribunal 1is of opinion that he might properly be
permitted so to register such a trade mark, the
tribunal may refuse an application under clause {a) or
clause (b) in relation to any goods, if it is shown
that there has been, before the relevant date or
during the relevant period, as the case may be, bona
fide use of the trade mark by any proprietor thereof
for the time being in relation to goocds of the same
description, being goods in respect of which the trade
mark 1s registered.

X X X X X

{3) Aan application shall not be entitled to rely for
the purpose of clause (b) of sub-section (1) or for
the purposes of sub-section (2) on any non-use of a
trade mark which is shown to have been due to special
¢ircumstances in the trade and not to any intention to
abandon or not to use the trade mark in relation to
the goods to which the application relates.”

The First Respondent's said application for rectification
was made both under section 46 and 56 of the 1958 Act. Under
section 56{2), any person aggrieved by any entry made in the
Register of Trade Marks without sufficieat cause or by amy entry
wrongly remaining on the Register may apply in the prescribed
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manner to a High Court or to the Reglstrar, and the tribunal may
make such order for making, expunging or varying the entry as it
may think fit. Under section 56(4), this power can also be
exercised by the High Court or the Registrar of its own motion
after giving notice to the parties concerned and after giving
them an opportunity of being heard. This power includes the power
to cancel or vary the registration of a trade mark. Agalnst such
an order made by the Registrar rectifying, cancelling or removing
a trade mark from the Register of Trade Marks, an appeal lies
under section 109 to a Single Judge of the High Court and against
an order made by the Single Judge of the High Court, a further
appeal lies to a Bench of the High Court.

What is now required to be set out is section 48 of the 1958
Act, the interpretation of which is erucial for the purpose of
" deciding this Appeal, for that section provides for registration
of a registered user and the effect of such registration.

Section 48 provides as fpllows :
"48. Registered users.—

(1) Subject to the provisions of section 49, a person
other than the registered proprietor of a trade mark
may be registered as the registered user thereof in
respect of any or all of the goods In respect of which
the trade mark is registered otherwise than as a
defensive trade mark; but the Central Govermment may,
by rules made in this behalf, provide that no appli-
cation for registration as such shall be entertained
unless the agreement between the parties complies with
the conditions laid down in the rules for preventing
trafficking in trade marks.

(2) The permitted use of a trade mark shall be deemed
to be use by the proprietor thereof, and shall be
deemed not to be use by a person other than the
proprietor, for the purposes of section 46 or for any
other purpose for which such use is material under
this Act or any other law.”

Section 49 prescribes the procedure for registration of a
registered user and is in the following terms :

"49. Application for registration as registered user.-
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(1) Where 1t is proposed that a person should be
registered as a registered user of a trade mark, the
registered proprietor and the proposed registered user
shall jointly apply in writing to the Registrar ia the
prescribed manner, and every such application shall be
accompanied by -

(1) the agreement in writing or a duly authenticated
copy therecf, entered into between the registered
proprietor and the proposed registered user with
respect to the permitted use of the trade mark; and

(ii) an affidavit made by the registered proprietor or
by some person authorised to the satisfaction of the
Registrar to act on his behalf,-

(a) giving particulars of the relationship, existing
or proposed, between the proprietor and the proposed
registered user, including parciculars showing the
degree of control by the proprietor over the permitted
use which their relationship will confer and whether
it is a term of their relationship that the proposed
registered user shall be the sole registered user or
that there shall be any other restriction as to
persons for whose registration as registered users
application may be made;

{b) stating the goods in respect of which registration
is proposed;

(c) stating the conditions or restrictions, if any,
proposed with respect to the characteristics of the
goods, to the mode or place of permitted wuse, or to
any another matrter;

(d) stating whether the permitted use is to be for a
period or without limit of period, and, if for a
period, the duration thereof; and

(iii) such further documents or other evidence as may
be required by the Registrar or as may be prescribed.

(2) When the requirements of sub—section (1) have been
complied with to his satisfaction, the Registrar shall
forward the application together with his report and
all the relevant documents to the Central Government.
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(3) On receipt of an application under sub-section
(2), the Central Government, having regard to all the
circumstances of the case and to the laterests of the
general public, and the development of any industry,
trade or commerce in India, may direct the Registrar -

{a) to refuse the application; or

(b} to accept application either absolutely or subject
to any conditions, restrictions or limitations which
the Central Government may think proper to impose;

Provided that no direction for refusing the appli-
cation or for its acceptance conditionally shall be
made unless the applicant has been given an opport-
unity of being heard.

(4) The Registrar shall dispose of the application in
accordance with the directions issued by the Central
Govermment under sub—section (3).

(5) The Central Goverrment and the Registrar shall, if
so requested by the applicant, take steps for securing
that information given for the purpose of an appli-
cation under this section (other than matters entered
In the register) is not disclosed to rivals in trade.

{6) The Reglstrar shall issue notice in the prescribed
manner of the registration of a person as a registered
user, to other registered users of the trade mark, if
any.”

As we have seen, before a person can be registered as a
registerad user of a registered trade mark, the registered user's
agreement between the parties 1s to comply with the conditions
laid down in the Rules for preventing trafficking in trade marks.
Section 133 confers upon the (entral Goverament, by notification
published in the Official Gazette and subject to the condition of
previcus publication, the power to make rules to carry cut the
purposes of the 1938 Act. Under section 134, all rules so made
are to be laid for not less thai thirty days before each House of
Parlisment as scon as may be after they are made aud are to be
subject to such modifications as Parliament may make in the
session in which they are so lald or the session Iumediately
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following. In exercise of this power the Central Government has
made the Trade and Merchandise Marks Hules, 1959. Chapter V of
these Rules cohsisting of Rules 82 to 93 relates to registered
users. Under Rule 82, an application for registering a person as
a registered user is to be made in Form TM-28 jointly by the
proposed registered user and the reglstered proprietor of the
trade mark and is to be accompanied inter alia by the agreement
in writing or a duly authenticated copy thereof entered into
between the registered proprietor and the proposed registered
user with respect to the permitted use of the trade mark. Rule 85
is in the following terms :

"85. Consideration by the Central Goveroment.—

The Central Government, on receipt of an application
for registration as registered user forwarded to it by
the Registrar under sub-section (2) of section 49,
shall, 1f satisfied that the application and the
accompanying documents comply with the provisions of
the Act and the rules, consider whether the appli-
cation should be allowed having regard to the matters
specified in sub-section (3) of that section, and in
doing so may take into account all or any of the
following matters :~

(1) whether the permitted use if allowed would
contravene the policy of the Act which is to prevent
trafficking in trade marks;

(2) whether the registered proprietor has registered
the trade mark without any bona fide intention to use
it in relation to his goods in the course of trade or
solely or mainly for the purpose of permitting others
to use it under agreements for registered user; and

(3) whether the registered proprietor has acquired
title to the trade mark by assignment without any
bona fide intention to use it in relation to his goods
in the course of trade or solely  or mainly for the
purpose of permitting others to use it under agree-
ments for registered user.

Explanation I. - For considering the bona fides of the
registration of the trade mark under clause (2) regard shall be
had inter alia to -
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{a). whether the goods for which the trace wmark is
registered are similar to or are different from the
goods in which the reglistered proprietor has been
trading or dealing before the registration of the
nark;

(b) whether the registered proprietor has ever used
the mark in question in relation to his goods in the
course of trade before the date of the agreement for
reglstered user, and ir se, the amount and duratico of
‘such user; ‘

(c) whether the terms as to royalty and other
remuneration payable by the proposed reglstered user
and reasonable taking into account the expenses which
the reglstered proprietor is likely to incur lo
exercising control over the permitted use.

pxplanation II. - For considering the bona fides of the
acquisttion of title under clause (3) repars shaitl be had,
besides the matters set out in Explanation 1 to the following
furibher matter, namely, whether the registered proprictor lus
obtalned asslgnment of other reglstered trade warks and L[ s,
whether lLe has dealt with such other wmarks by way of assignment
or reglstered user.”

Three grounds were taken in the Firet Respondent's Appll=
cation for Rectification. LIt will Eacilitate an understandiug of
the controversy between the parties if we were to reproduce these
yrounds. They dre @

“(1) That the sald trade mark 'UVRISTAN' is duceptively
and confusingly similar to the trade wark ‘BISTAN'
reglstered under No. 122391 in class 5 (advertised in
T.M. Journal No. 47) in the nawe of Messrs Prof.
Gajjar'e Standard Chemical Works Ltd., of Boubay. The
sald trade mark ‘BISTAN' has been used and is being
used by 1its sald proprietors in respect of their
medicinal preparation since several years past.

(11) That the Registered Proprietor of the said trade
mark 'DRISTAN' alleged in the said opposition No. Bom.
76 that the said trade mark 'DRISTAN' is deceptively
similar to the said trade mark ' TRISTINE' which the

ferd
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Applicants have lawfully been using since October 1960
in respect of their medicinal preparation.

(iii) That there has been no bonafide use of the said
trade mark °'DRISTAN' in India in relation to the
goods for which it 1s registered by any proprietor
thereof for the time being upto date one month before
the date of this application.”

The second ground mentioned above was taken in order make out
that the First Respondent was a "person aggrieved" for the
purposes of section 46 and 56(2) of the 1958 Act. The Appellant
had contested this position but this particular controversy does
not survive for it is no more In dispute that the First
Respondent was person aggrieved.

The submissions set out 1n the said Application for
Rectification in support of the above three grounds were
substituted by fresh submissions by an amendment as mentioned
earlier. These submissions define the scope of the controversy
between the parties. The submissions so substituted were :

"(1i) That the said trade mark 'DRISTAN' was not
distinctive mark and/or was not registerable trade
mark under Sec.6 of the Trade Marks Act, 1940
{corresponding to Section 9 of Act No. 40 of 1958),
except upon evidence of its distinctiveness and no
such evidence was submitted to the Registrar before
registration.

(i1) That the said trade mark was registered in
contravention of Section 8 of the Trade Marks Act,
1940 (corresponding to Section 1l of the present Act,
of 1958).

(iii) That the said trade mark offends against the
provisions of Section 1l of the Act.,

(iv) That the sald trade mark 'DRISTAN' is not
distinctive of the goods of the registered
proprietors.

{v) That the said trade mark 'DRISTAN' was registered
without any bonafide intention on the part of the
Applicants for registration that it should be used in
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relation to their medicinal preparation for sympto—
matic treatment of resplratory allments by them and
that there has, in fact, been no bona fide use in
India of the said trade mark 'DRISTAN' in relation to
the said goods by the said proprietors upto a date one
month before the date of this application.”

All the above submissions were rejected by the Registrar.
In coming to the conclusion that the Appellant had the bona fide
intention to use the trade mark 'DRISTAN' the Reglstrar relied
upon the decision of Lloyd-Jacob, J., in the case of 'BOSTLITCH'
Trade Mark, (1963) R.P.C. 183. Accordingly, the Registrar dis-
missed the said Rectification Application. During the course of
the proceedings, a carton of 'DRISTAN' tablets was filed along
with an affidavit made on bahalf of the First Respondent. The
legend upon the said carton read as follows :

"MADE IN INDIA BY ; GEOFFREY MANNERS & CO. LIMITED,
Magnet House, Doughall Road, Bombay for the Proprie-
tors Whitehall Laboratories, New York, N.Y., U.S.A."

The Registrar held that Whitehall Laboratories was not a separate
legal entity and, therefore, the mark could not be registered in
its name but only in the name of the Appellant of which it formed
a pari amd accordingly the Reglstrar ordered the entry in the
Register relating to the Trade Mark 'DRISTAN' te be varied by
amending the registered proprietor's name to read as "American
Home Products Corporation ( a corporation organised under the
laws of the State of Delaware, United States of America) trading
as Whitehall Laboratories". In the appeal filed by the First
Respondent against the order of the Registrar the learned single
Judge held that at the date of the making of the application for
registration the Appellant did not have a bona fide intention to
use the trade wark 'DRISTAN', by itself. In coming to this con-
clusion the learned Single Judge relied upon the decision of the
Board of Trade in England in the case of "PUSSY GALOBE* Trade
Mark, (1967) R.P.C. 265, 1954 (hereinafter referred to as the
"Shavaksha Commlttee Report™), and the Report of Mr. Justice-
Rajagopala Ayyangar on Trade Marks Law Revision, 1955 (herein-
after referred to as "the Ayyangar Report”). The learned Single
Judge further held that the Appellant had not at any time used
the said trade mark in relation to the goods in respect of which
it was registered. According to the  learned Single Judge, the
legal fiction created by section 48(2) of the 1958 Act came
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intu play only after a trade mark was registered and that an
intention to use a trade wmark through someone who would
subsequently get himself registered as a reglstered user did not
amount t0 an intention on the part of the applicant for
reglstratlon to use the trade mark himself. The learned Single
Judge held that to accept the Appellant’s said contention would
amount to permitting trafficking in trade marks. In view of the
conclusion he had reached,’ the learned Single Judge did not
decide the question whether trade mark 'DRISTAN' was deceptively
and confusingly simllar to the trade mark 'BISTAN'. The learned
Single Judge accordingly allowed the said appeal. In further
appeal the Division Bench rejected the contention that the trade
mark 'DRISTAN' was deceptively and confusingly similar to the
trade wark 'BISTAN'. It, however, confirmed the judgment of the
learned Single Judge in respect of the construction which he had
placed upon section 18 and 48 of the 1958 Act in order to come to
the conclusion that the Appellant had no boma fide Intention to
use itself the trade mark °'DRISTAN' and that the Appellant had
not at any time made use of the said trade mark. It accordingly
disnissed the Appellant's further appeal. The main judgment of
the Division Bench was dellvered by S.K. Mukherjee, J., with whom
AsK, Mukherjee, J., agreed and at the conclusion of his judgment
$+K. Mukherjee, J., pointed out the hardship which the construc-
tion placed by the Division Bench upon section 18 and 48 of the
1958 Act would lead to. These observations are (at page 143) 3

"It is neither good sense nor good policy to be plus
yoyaliste que le roi, to be more of a royalist than
the king himself. A legal situation which permits use
of a vegistered trade mark by a reglstered user but
disqualifies the proprietor from registering his mark
if he intends to use it only chrough a reglstered user
even when a user is available who 1s ready and willing
to be registered on terms which are unexceptionable,
is & situation fraught with three—quarters irony and
the rest unconsclous mour.

It is not for the Courts of Law to provide relief
where relief should he provided by the legislature by
ignoring a consclous departure the statute has made,
strain its construction and assume powers which wore
properly belong to the legislature.”

{Emphasis supplled.)
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A proper construction of the relevant sections of the 1958 Act
shows that there ls neither any cause for sardonic merriment nor
any need to shed tears.

The submissions made at the hearing of this Appeal by Mr.
F.8. Nariman, learned counsel for the Appellant, may be thus
sumarized :

1. The legal fiction created by sub—section (2) of section
48 1s, as expressly stated in that sub—section, for the purposes
of section 46 or for any other purpose for which such uge is
material under the 1958 Act or any other law. To confine this
fiction to a case of an actval use of a trade mark by a
registered user is to confine it enly to use for the purposes of
clause (b) of section 46(1) which is contrary to the purpose for
which the said fiction was created and, therefore, when section
13(1) of the 195# Act (corresponding to section 14(l) of the 1940
Act) uses the words "proposed to be used”, these words must be
read as "proposed to be used by a proposed registered user.”

2. To register a trade mark which is proposed to be used by
a registered user does not per se amount to trafficking in trade
marks and whether it does so or not uust depend upon the facts
and circumstances of each case.

3. The reliance placed by the High Court, both by the
learned single Judge and Division Bench upon the "PUSSY GALORE'
Trade Mark Case was unjustified and unwarranted inasmuch as the
provisions of the English Act, namely, the Trade Marks Act, 1938,
are radically different from those of the 1958 Act as also the
1940 Act and, therefore, that case has no relevance so far as
the construction of section 18(1) read with section 48(2) of the
1958 Act is concerned.

4, The taliance placed by the High Court (both by the
learned single Judge and the Division Bench) upon the Shavaksha
Comuittee Report and the Ayyangar Report was equally misplaced as
Parliament did not accept the recommendations with respect to
registered users made in either of these reports.

5. The facts and circumstances of the case show that the
appellant had at the date of the making of the application for
registration a bona fide intention to wuse the trade mark
'DRISTAN' through a registered user.
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6. In any event, the Appellant itself had made bona fide use
of the sald trade mark up to a date one month before the date of
the First Respondent's Application for Rectification.

The submissions made by Dr. Gauri Shankar, learned Counsel
for the First Respondent, were as follows :

l. The words “"proposed to be used” in section 18(1) of the
1958 Act and section 14(l) of the 1940 Act mean "proposed to be
used by the applicant for regilstration, his servants and agents"
and not by any person who 1s proposed to be got registered as a
registered user and, therefore, the legal fiction enacted in
section 48(2) cannot be imported into section 18(1).

2. A registered user can only come into being after a trade
mark is registered. Therefore, as at the date of an application
for registration of a trade mark, there cannot be any person in
existence who is a reglstered user, the words “"proposed to be
used” cannot possibly mean “proposed to be used by a proposed
registered user”.

3. To permit a trade mark to be registered when the
applicant himself does not propose to use it but proposes to use
it through someone else who would subsequently be registered as a
registered user would be to permit trafficking in trade marks
which is contraty to the policy underlying the Trade Marks laws.

4. The only case Iin which the 1958 Act permits the
registration of a trade mark when the applicant for registration
does not intend to use It himself but intends to use in through
another is the one set out in section 45, namely, where the
Repistrar is satisfied that a company is about to be formed and
registered under the Companies Act, 1956, and the applicant
intends to assign the trade mark to that company with a view to
the use thereof by the Company.

5. The 1958 Act 1s, as the 1940 Act was, based upon the
_English Trade Marks Act , 1938, and the decision in the 'PUSSY
GALORE' Trade Mark Case concludes this point against the
Appellant.

" 6. The Shavaksha Coumittee Report and the Ayyangar Report
show the legislative intént not to allow a proposed use by a
proposed registered user to be equated with a proposed use by the
applicant for registration.
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7. The Appellant had net at any relevant time made use of
the trade mark 'DRISTAN'

B. The Appellant had fradulently obtained registration of
the trade mark 'DRISTAN' by stating in the application for
registration that it proposed to use the sald trade mark itseif
and by not disclosing the fact that it proposed to use it through
a proposed registered user.

9. The trade mark 'DRISTAN' was deceptively and confusingly
similar to the trade mark 'BISTAN' and, therefore, it cammot be
allowed to remain on the Register of Trade Marks.

19. To allow the trade mark 'DRISTAN' to remain on the
Register of Trade Marks would be contrary to the policy of the
Government of India.

We will now test the correctness of these rival submissions.

The first Respondent's Application for Rectification was
stated to be made under section 46 and 56 of the 1958 Act and
Rule 94 of the Trade and Merchandise Marks Rules, 1959. Rule 94
is irrelevant because it merely prescribes in which form an
application for rectification of or for varying or expunging any
entry in the Register of Trade Marks is to be made and by what
documents such an application is to be accompanied. Under section
56 an entry wrongly remaining on the Register of Trade Marks 1is
liable to be expunged therefrom. An entry relating to a mark the
use of which would be likely to deceive or cause confusion, would
be an entry wrongly remaining on the Register and, therefore,
liable to be expunged therefrom.

The principal challenge of the First Respondent to the trade
mark 'DRISTAN' remaining on the Register was under clause (a) of
section 46{1). The main question before us, therefore, is whether
the entry in the Reglster relating to the said trade mark falls
within the mischief of the said clause (a); for if it does, it is
liable to be taken off the Register. The relevant provisions of
section 46 have already been set out above. Before a person can
made an application under sectiom 46(1l) to take off a trade mark
from the Register he has to be a “"person aggrieved”. It is now no
more disputed that the First Respondent was a "person aggrieved”
within the meaning of section 46(l). Section 46(l) provides for
two cases in which a registered trade mark may be taken off the
Register in respect of any of the goods in respect of which it is
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registered. The first case is sat put in clause {(a) of section
46(1l) and the second in ¢lause (b) of that sub-section. There are
two conditions to be satisfied before clause (a) can become
applicable. These conditions are :

1. that the trade mark was registered without any bona fide
intention on the part of the applicant for registration that it
should be used in relation to those yoods by hiwm, and

2. that there has, in fact, been no bona fide use of that

"trade mark in relation to those goods by any proprietor thereof

for the time being up to a date one month before the date of the
applicaticn under section 46(1).

The only exception to the first condition set out above is of a
case to which the provisions of section 45 apply, that is, if the
trade mark of which registration is sought is propesed to be used
by & company which is about to be formed and registered under the
Companies Act, 1956, and to which the applicant intends to assign
tie trade mark. Both the conditions set out in clause (a) are
cumilative and not disjuncitve. Clause (a), therefore, will not
apply where even though there had been no bona fide intention on
the part of the applicant for registration to use the trade mark
but, in fact, there has been a bona fide use of the trade mark in
relation to those goods by any proprietor thereof for the time
being up to a date one month before the date of the application
under section 46(1). Similarly, clause (a) will not apply wherte,
though there had been a bona fide intention on the part of the
applicant for registration to use the trade mark, in fact, there
has been no bona fide use of the trade mark in relation to those
goods by any proprietor thereof for the time being up to a date
one month before the date of the application under section 46(1).

Clause {b) of section 46(1) applies where for a continuous
period of five years or longer from the date of the registration
of the trade mark, there has been no bona fide use thereof in
relation to those goods in respect of which it is registered by
any proprietor thereof for the time being. An exception to clause
{b) is created by section 46(3). Under section 46(3), the nomuse
of a trade mark, which is shown to have been due to special
circumstances in the trade and not to any intention to abandon or
not to uge the trade mark in relation to the goods to which the
application under section 46(1) relates, will not amount to
non—use for the purpose of clause (b).
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The distinction between clause (a) and clausa (b) is that if
the period specified in clause (b) has elapsed and during that
period there has been no bona fide use of the trade mark, the
fact that the registered proprietor had a boma fide intention to
use the trade mark at the date of the application for reglstra-
tion becomes immaterial and the trade mark -1s liable to be
removed from the Register uuless his case falls under section
46(3), while under clause (a) where there had been a bona fide
intention to use the trade mark in respect of which registration
was sought, merely because the trade mark had not been used for a
period shorter than five years from the date of its registration
will not entitle any person to have that trade mark taken off the
Register. :

Under both these clauses the burden of proving that the
facts which bring into play clause (a) or clause (b}, as the case
may be, exists is on the person who seeks to have the trade mark
removed from the Register. Thus, where there has been a non-user
of the trade mark for a continuous pericd of five years and the
application for taking off the trade mark from the Register has
been filed one month after the expiry of such period, the person
seeking to have the trade mark removed from the Register has only
to prove sush continuous non~user and has not to prove the lack
of a bona fide intention on the part of the registered proprietor
to use the trade mark at the date of the application for
registration. Where, however, the non—user is for a period of
less than five years, the person seeking to remove the trade mark
from the Register has not only to prove non—user for the
requisite period but has also to prove that the applicant for
registration of the trade mark had no bona fide intention to use
the trade mark when the application for registration was made.

The reason why the two conditions specified in clause (a)
are made cumulative is obvious. As the definitich of “trade mark”™
contained in clause (v) of section 2(l) shows, a trade mark is a

"mark used or proposed to be used in relation to goods for the
purpose of indicating or so as to Indicate a conmection in the
course of trade between the goods and some person having the
right to use the mark. It is, therefore, not necessary for the
purpose of registering a trade mark that those goods should be in
existence at the date of the application for registration. A
person who intends to wmanufacture goods or has made preparations
for the manufacture of goods but the manufacture has unot
commenced and, therefore, goods have not been marketed is none
the less entitled to get the trade mark which the proposes to use
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in relation to those goods registered. In the present day world
of commerce and industry, a manufacturing industry can neither be
comnenced nor established overnight. There are inmumerable pre-
paratory steps reguired to be taken and formalities to be
complied with before the manufacture of goods can start and the
manufactured goods marketed. The processes must of necessity take
time. If the position were that the mere non-user of a trade wmark
for the period mentioned in clause (a) of section 46(1) would
make a trade mark liable to be taken off the Register, it would
result 1n great hardship and cause a large number of trade marks
to be removed from the Register, because the moment one month has
elapsed after the registration of a trade mark has been ordered,
a trade rival can make an application on the ground set out in
clause (a) of section 46(1l) claiming that there has been no bona
fide use of the trade mark up to a date one month before the
date of his application. It is in order to prevent such harass-
ment and absured result that the two conditions specified in
clause (a) have been made cumulative.

The object underlying section 46(1) is to prevent traffick-—
ing in trade marks. This is, in fact, the object underlying all
trade mark laws. A trade mark is meant to distinguish the goods
made by one person from those made by another. A trade mark,
therefore, cannot exist in vacuo. It can only exist in connection
with the goods in relation to which it is used or intended to be
used. Its object is to indicate a connection in the course of
trade between the pgoods and some person having the right to use
the mark either with or without any indication of the identity of
that person. Clause (v) of section 2(1) which defines the
expression “trade mark” makes this abundantly clear. Trade marks
became important after the Industrial Revolution as distinguish-
inggoodsmadeby one person from those made by another; and soon
the need was felt to protect traders against those who were
unauthorizedly using their marks and accordingly registration of
trade marks was introduced in England by the Trade Marks
Registration Act, 1875, which was soon replaced by more detailed
and advanced legislation. When a person gets his trade mark
registered, he acquires valuable rights by reason of such
registration. Registration of his trade mark gives him the
exclusive right to the use of the trade mark in connection with
the goods in respect of which it 1s registered and if there is
any invasion of this right by any other person using a mark which
is the same or deceptively similar to his trade mark, he can
protect his trade mark by an action for infringement in which he
can obtain injunction, damages or an account of profits made
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by the other person. In such an action, the registration of a
trade mark is prima facie evidence of its validity. After the
expiry of seven years from the date of the regilstration a trade
mark is to be valid in all respects except in the three cases set
cut in section 3z. The proprietor of an unregistered trade mark
whose mark is unauthorisedly used by another cannot, however, sue
for the infringement of such trade mark. His only remedy lies in
bringing a passing-off action, an {nconvenient remedy as compared
to an infringement action. In a passing-off action the plaintiff
will have to prove that his mark has by user acquired such
reputation as to become distinctive of the plaintiff's goods so
that if it is used in relation to any goods of the kind dealt
with by the plaintiff, it will be urnderstood by the trade and
public as meaning that the goods are the plaintiff's goods. In an
infringement action, the plaintiff is not required to prove the
reputation of his mark. Further, under section 37 a registered
mark is assignable and tramsmissible either with or without good-
will of the business concerned while under section 38, an
unregistered trade mark is not assignable or transmissible except
in the three cases set out in sectiom 38(2).

As the registration of a trade mark confers such valuable
rights upon the registered proprietor thereof, a person cammot be
permitted te register a trade mark when he has not used it in
relation to the goods 1n respect of which it is sought to be
registered or does not intend to use it in relation to such
goods. The reason for not permitting such trade marks to be
registered was thus stated by Romer, J., in In re the Registered
Trade-Marks of Johm Batt & Co. and In re Carter's Application for
a Trade-Mark:, (1898) 2 Ch. D. 432, 436, 5.C. 15 R.P.C. 262, 266.

“+..0ne cannot help seeing the evils that may result
from allowing trademarks to be registered broadcast,
if I may use the expression, there being no real
intention of using them, or only an intention possibly
of using them in respect of a few articles. The
inconvenience it occasions, the cost it occasions, is
very large, and beyond that T cannot help seeing that
it would lead in some cases to absolute oppression,
and to persons using the positiom they have obtained
as registered owmers of trade marks (which are not
really bona fide trade marks) for the purpose of
trafficking in them and using them as a weapon to
obtain money from subeequent persons who may want to
use bona fide trade warks in respect of some classes
in respect of which they find those bogus trade-marks
registered.” (Emphasis supplied)
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The judgment of Hemer, J., in Batt's Case was confirned by the
Court of Appeal, (iL56) Z Ch.L. 432 at pages 435~447, aud by the
hHouse of Lords sub nominee John Batt & co. v. Lunnett and Anr.
(18695) A.C. 420; $.C. 16 K.F.C. 411.

To get a trade nark registered without any intention to use
it in relation to any goods but merely to make noney out of it by
selling to others the right to use it would be traffickiug in
that trade wmark. In Re American Greetings Corp.'s Applicationm,
[1983] 2 All. E.K. 6CS, 619, Lillon, L. J., said in the Court of
Appeal :

"lrafficking in a trade mark has from the outset been
one of the cardinal sins of trade mark law. Hut there
is no statutory definition of trafficking, and one may
suspect that, as with usury in the Middle Ages, though
it is known toc be a aeadly sin, it has become less and
less c¢lear, as econonic circumstances have developed,
what the sin actually conprehends.

Trafficking must involve trading in or dealing with
the trade mark for money or money's worth, but it is
not all dealing with a trade mark fcor woney that is
objectionaltle, since it has always been accepted that
it is peruissible to sgell z trade mark tcgether with
the goodwill of the business in the course of which
the trade mark has been used.”

(Erphasis supplied.)

In the same case, Lord Erightmen in the house of Lords, [1584] 1
All E.k. 426, 433, summed up the position in law thus:

"My Lords, although as a matter of ordinary English,
trafficking in trade marks might mean the buying and
selling of trade marks, it seems obvious that it is to
have a uote specialised mneaning in a trade mark
, context. 1 have no quarrel with the definitions
suggested by the assistant registrar and by Sir Denys
Buckley, but perhaps one further atteapt on my part
may not be out of place. The courts have to grope fotr
some means of delineating the fortidden territory, and
different wnodes of expression may help to indicate
boundaries which are not and cannot be warked out with
absolute precision. To my mind, trafficking in a trade
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uark context conveys the notion of dealing in a trade
nark primarily as & commodity inm its own right and
not primarily for the purpose of indeatifylng or
provoting merchandise in which the proprietor of the
npark is interesteds 1f there 1is nc real trade
connection between the proprietor ef the nark and the
licensee or hie goods, there 1s roow for the
conclusion that the grant of the. 1licence 1t a
trafficking in the mark. It is a question of fact and
degree 1un every case whether a sufiicient trade
connection exists.

Wwe have no hesitation in accepting the meardng givea to the
expression "trafficking in a trade mark™ by Lillon, LJ., and Lord
Brightman.

The intentica to use 3 trade mark soupht to be reglstered
must be, theretore, genuine and real and as pointed out by
Tealin, 3., In In re ducker's Trade Mark, (1%28) Ch. L 405, 409,
the fact that the mark was thought to be something which scme
daey might be useful would uot awcunt to any definite end precise
intention at the tine of registration to use that wark. The
intention to wuse the mnark must exist at the dute of the
applicatiun for regilstration and such intention must Le genuine
and bona fide. in fact, section 46(l)(a) expressly syeaks of
"bona fide intention on the part of the applicant for
registration” wlich would nean "at the date when sucl. applicaat
makes his applicetion for registration.”

We will now address curselves to the yuestion whether the
facts which bring intc play clause (a) of section 46(i) exist in
the present case. What 1s first réquired to be ascertained for
this purpose 1s whether the Appellant had any ilatentien that the
trade mark 'LRISIAN' should be ured in India in relation to the
concerned goods. Assuming the Appeliant had such an intention,
the next question which will fall to be determired ls whether
this iIntention was an intention on the part of the Appellant to
use the said trade mark itself or to use it through a registered
user and 1f the intention was to use It through a reglstered
user, whether clause (a) of section 46{1) would be attracted. The
third question will be whether such intention on the part of the
Appellant was 4 tona fide one. '

Intention is a state of mind. Mo person can make out the
state of mind of another person. hone the less courts are often
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called upon for various purposes t¢ determine the state of a
person's mind. The Courts can only do so by deducting the
existence of a particular state of mind from the facts of a case.
Section 14 cf the Indian Evidence Act, 1872, provides as follows:

"l4. Facts showing existence of state of mind, or of
body, or bodily feeling.—

Facts showing the existence of any state of mind, such
as intention, knowledge, good faith, negligence,
rashness, ill-will or good-will towards any particular
person, or showing the existence of any state of body
or bodily feeling, are relevant, when the existence of
any such state of mind or body or bodily feeling is in
issue or relevant.

Explanation 1. A fact relevant as showing the
existence of a relevant state of mind wmust show that
the state of mind exists, not generally, but in
reference to the particular matter in question.

X X X X

The second Explanation to that section is not material for out
purpose.

It was submitted by Dr. Gauri Shankar, learned Counsel for
the First Respondent, that in order to ascertain what the
Appellant's intention was, the Court can only look at events
previous to the relevant date, namely, the date of the
application for registration made by the Appellant, that is,
August 18, 1958, and not to any events subsequent thereto.
Whether subsequent events are relevant or not would depend upon
the facts and circumstances of each case and the question at
issue therein. In Srindvas Mall Barircliya and Anr. v. BEmperor,
A.L.R. 1947 P.C. 135, Appellant No. 1, a Salt Agent for the
District Magistrate, was inter alia charged with having abetted
Appellant No.2, who had been appointed by him, in selling salt to
licensed retail dealers to whom allocations of specific
quantities of salt had been made by the Central Govermment, on
three specified dates at a price exceeding the maximum price
which had been fixed by the Distict Magistrate. Appellant No.l
was convicted and sentenced to imprisonment uander Rule 81(4) of
the Defence of India Rules, 1939, relating to the control of
prices. In addition to the evidence of the three dealers to whom
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the salt was sold, nine other dealers who had bought salt from
Appellant No.1 and had to deal with Appellant No.2 and had
obtained salt from him at a price exceeding the fixed maximum
price, were also called in evidence as prosecution witnesses. The
transactions with the other nine dealers took place not only
during and shortly before the dates on which the offences were
committed but also after the period covered by the dates of the
offences. The Judicial Committee of the Privy Council held (at
page 139) : '

“ess The evidence was relevant to the charge of
abetring, because it showed an intention to aid the
commission of the offence and an intentional omission
to put a stop to an illegal practice, which, 1t need
hardly be added, was an 'illegal omissiod'. The
evidence was thus admissible to prove intention under
S. 14, Evidence Act.”

(Eaphasis supplied.)

Dr. Gauri Shankar then submitted that in any event facts
subsequent to the date of the First Respondent's Application for
Rectification, namely, April 10, 1961, could not be looked at by
the Court. We are equally unable to agree. 4s we have pointed out
earlier, where a trade mark has been registered on the ground
that the applicant for registration proposes to use such trade
wark, a trade rival in order to cause vexation and harassment to
the registered proprietor can file his application lmmediately
after the expiry of one month from the date of the order
registering the trade mark. As pointed out by us, where a trade
mark is proposed to be used, the manufacture and marketing of
-goods in relation to which such trade mark is proposed to be used
st of necessity take time; and not to look at events subsequent
to the date of the Application for Rectification would result in
great injustice.

It was next submitted by Dr. Gauri Shankar that for the
purpose of ascertaining the intention of the Appellant, the Court
camot look at the technical collaboration agreement and the
registered user agreement inasmuch as neither these agreements
nor coples thereof were produced before the High Court but
copies thereof were produced for the first time during the course
of the hearing of this Appeal. This argument also cannot be
accepted. Both these agreements have been referred to In the
affidavits filed before the Registrar and the High Court and also
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dealt with by the Registrar, the learned Single Judge and the
Division sench in their respective judgments. In this connection,
it will not be out of place to set out here the circumstances in
which copies of these agreements came to be produced before this
Court. During the course of the hzaring of the appeal, wo called
upon learned Counsel for the Appellant to file before us coples
of the application for registration of the trade mark 'DRISTAN'
and the application for registering the Indian Company as the
registered user of the said trade wark. The original file
relating to the trade mark 'DRISTAN' was before the Reglstrar
when he heard the First Respendent's Application for
Rectification and also before the High Court when the patter was
heard by the learned Single Judge and the Divisfon Bench. Copiles,
however, of the said two applications were not on the record, and
we wanted to ascertain for ourselves what was stated in those
applications. At that time Jlearned Counsel for the first
Respondent yot up aod requested us that the Appellant should also
be asked to produce copiles of the sald two agreements and
accordingly we directed the Appellant to file coples of those twu
agreements also, which 1t did.

It 1s because the intention of the Appellant at the date of
filing the application for registration is to be ascertained from
the facts existing in this case that we have related them at sowe
length in the earlier part of our judgment. We will now
sumuarize these facts with reference to three periods : (1)
events which tock place up to the date of the application for
regigtration, namely, August 18, 1958, () events which happened
between that date and the date of the Application ftur
Rectiflcation, nately, spril 10, 1961, and (3) evenis waleh
happened subsequent to april li,, 1961.

So far as the period up to August 18, 1958, is concernud,
prior to 1956, the Appellant had acquired a substantial
shareholding te the extent of 40 per cent in the Indian Company.
In 1956 the Appellant introduced 'DRISTAN' tablets in the
American market and got the trade mark ‘'DRISTAN' registered in
the United States of America end in several other countries. A
technical collaboration between the Appellant and the Indlan
Company commenced from Noveuber 1, 1957, and an agreemunt in
that behalf was signed on May 16, 1958. In pursuance of the sald
collaboration agreement the Indian Company wanufactured and
marketed several products of the Appellant. The Appellant got
reglstered 1ts trade marks in respect of such products and the
Indian Company was reglstered as the repistered uscr in respect
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of such trade marks. As early as December 1957, it was decided
that the Indian Company should introduce in the Indian market
nine new products of the Appellant including 'DRISTAN' tablets.
On August 18, 1958, the Appellant filed an application for
registration of the trade mark 'DRISTAN' and the said trade mark
was duly registered on June 8, 1959.

Dr. Gauri shankar, however, submitted that the collaboration
agreement was irrelevant because 'DRISTAN' tablets were not
mentioned in Schedule A to the sald agreement, and, therefore,
the intention to introduce 'DRISTAN' tablets in the Indian market
and the facts relating thereto did not have anything to do with
the said collaboration agreement. In this behalf, Dr. Gauri
Shankar relied upon the definition of 'Licensed Products® given
in the sald agreement. This submission is wholly .without
foundation. That definition related to Whitehall Products ia
respect of whose marketing, manufacture, sale or distribution in
India, the Indian Company was to be licensed under and pursuant
to the terms of the said collaboration agreement and it further
stated that "these shall include those identified ia Schedule
Amnexed hereto and made a part hereto”. It is true that Schedule
A to the sald agreement does not mention *DRISTAN' tablets but
the products set out in Achedule 4 are not exhaustive of the
lLicensed Products to which the said collaboration agreeuwent
related and this is made clear by the use of the word “include”
with reference to the products ldentified in Schedule A. There is
no dispute that ‘'DRISTAN' tablets are whitehall Products. The
division of the Appellant, which at all relevant times carried on
and still carries on the activity of manufacturing and marketing
pharmaceutical products, is called the Whiteball laboratoriecs and
. it was for this reason that the  Registrar ordered the entry
relating to the trade mark 'DRISTAN' to be amended. so as to show
the Appellant trading as "Whitehall Laboratories. The definition
of "Licensed Products” in the sald collaboration agreement
comprehended not only the Whitehall Products set out in Schedule
A to the collaboration agreement but also other preoducts in
respect of which the Indian Company would be licensed for impeort,
manufacture, sale or distribution in India under the terms of the
said agreement. The correspondence between the parties leaves no
doubt that the manufacture and of the 'DRISTAN tablets by the
Indian Company in India was to be under the said collaboration
agreement -

So far as the second period is concerned, namely, that
between August 1%, 1%58, and the date of the first kecpondent's

3]
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Application for Rectification, that is; April 10, 1961, during
that period the Indlan Company applied for and obtained a licence
for the purchase ~of a Stockes 1Iriple Layer ' hachine for

. manufacturing 'LCRISTAN' tablets and when the sald machine was

received installed it at its Ghatkopar factory. It also.obtained -
from the Appellant three units of 'LRISIAN' tablets as samples

and the manufacturing marual for the sald tablets. Further, it

. -aplied tcd the Central Govermment .under section 11 of the
“Industries (Development'and Regulation) Act, 1551, for a licence
“tb manufacture 'CRISIAN' tablets which was grantea to it. It also

applied ‘for and otained a- licence to import certain ingredients

"used "in”the manufacture of 'LCRISIAN' tablets and imported such

ingredients. It further applied for and obtained from the
Director, Lrugs Control Aduwinistration, State of kaharashtra,

" permission to manufacture 'LKISTAN' tatlets. The Appellant also

filed & notice of ofpposition to the First Respondent s
Application for registration of thelr park "IRISTIME'.

During the third period namely, the pericd subsequent to
the /First Ixespondent 8 Appﬂcation for kectification, that is,
subsequent to April 10, 1961, on Cctoter 186, 1%1, the sald

- registered user agreement was _enteréd into Betueen the Appellant

and the Indian. Company. On Octobter 22, 1561, the 'CRISTIAN'
tablets were first marketed in India ty the Indian Company. On
March 6, 1962, the Appellant and the Indlan Conpany jointly made -

r'_an application to register the Indian Conpany as a registered

user of the trade mark 'CRISTAN'. o _ , -

The facts set out above clearly show that each of them is an

'i;tegral link in a chain and that they cannot bteé divided into

three separete periods as contended by Lr. Gauri Shankar. This

“continuous chain of events establishes teyond doubt that the

Appellant had an intention that the trade wmark 'DRISTAN' should

.. be used in relation to the tablets in question by the nanufacture:

and sale of these tatlets in India.-

1his _brings us to the question whether the intenticn of the

" 'Appellant  to market and manufacture 'DRISIAN' tabtlets in India

was to do so itself or to do 'so through a registered user. MNr.
Nariman, Iearned Counsel for the ‘Appellant submitted that ag the

- intention of -the.Appellant was to narket 'DRISIAN' tablets in

India, it could translate that intenticn into action either by
getting it nanufactured and marketed by a registered user in

India.or by exporting the tablets to India and if the import
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policy did not permit this to be done, it could export the
tablets to India when the import policy was relaxed. This
argument is contrary to the facts on the record and must be
rejected. A person's intention is shown by the facts of a case
and not by statements made at the Bar. The facts of this case
clearly establish that the Appellant's intention in applying for
registration of the trade mark 'DRISTAN' was to use it im
relation to goods to be manufactured and marketed by the Indian
Company and that for this purpose the Indian Company would get
itself registered as the registered user of the said trade mark.
Further, in the affidavit sworn on April 13, 1962, by S. Waldron,
Vice-President of the Appellant, it is categorically stated as
follows :

"It was intended that the product bearing the
'TDRISTAN' trade mark be introduced in India through
Geoffrey Manners & Co. Ltd. should 'be registered as
registered user in India of the trade mark 'DRISTAN'.
For this reason all applications to Government
authorities and Drug Control authorities were made by
Geoffrey Manners & Co. Ltd. In implementation of the
intention to appoint Geoffrey Manners & Co. Ltd. as
registered users of the trade mark 'DRISTaN',
preparations were undertaken to appolnt Geoffrey
Manners & Co. Ltd. as registered users and these
culminated into execution of registered user agreement
between the Registered Proprietors and Geoffrey
Manners & Co. Ltd. which has been dated the 18th
October, 1961".

In view of this sworn statement made on behalf of the Appellant
it is not open to Counsel to submit that the proposed use by the
Appellant could also have been by exporting 'DRISTAN' tablets to
India.

The Appellant's application for registration of the  trade
mark 'DRISTAN' was made under section 14(1) of the 1940 Act and
was registered under that Act. Under the said section 14(1), oaly
a person claiming to be the proprietor of a trade mark "usea or
proposed to be used by him"” could apply for registration of that
trade mark. The provisions of section 18{1) of the 1958 Act are
ldentical. This brings us to the crucial question whether the
vords "proposed to be used by him" would include "proposed to be
used through a registered proprietor”. In other words, the
question is whether a proposed user by a registered user of a
trade mark can be equated with a proposed user by the pr0pr1etor
of the trade mark.
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On behalf of the Appellant it was submitted by Mr. Nariman
that the two phrases “"proposed to be used by him" and “proposed
to be used by a registered user” must be equated by reason of the
statutory legal fiction created by section 48(2) of the 1958 Act
which corresponds to section 39(2) of the 1940 Act. According to
Mr. Nariman, unless the legal fiction enacted in section 48(2)
applied also to the provisions of section 18(1l), it would have a
very limited operation and can apply only so far as the second
condition of clause (a) of section 46(1) and clause (b) of that
sub-section are concerned, which, according to him, would render
nugatory the words “"or for any other purpose for which such use
is material under this Act or any other law” occurring in section
48(2).

Dr. Gauri Shankar on behalf of the First Respondent, however
submitted that both under the 1940 Act and the 1958 Act a
registered user 1s not the same person as the proprietor of a
regletered trade mark for & registered user can only be some
person other than the proprietor of the trade mark and that no
registered user can come into belng unless and until a trade mark
has been registered and thereafter an application for
registration as the registered user thereof has been made and
granted. He also submitted that the legal fiction enacted 1in
section 48(2) of the 1958 Act and section 39(2) of the 1940 Act
cannot for this reason apply to the provisions of section 18(1)
or to the first condition of clause (a) of section 46(l) of the
1958 Act and, therefore, the Appellant was not entitled to seek
the protection of the said legal fiction. According to Dr. Gauri
Shankar, if the proprietor of a trade mark intended to use it
through another, he could only do it by having resort to section
45 of the 1958 Act, which corresponds to section 36 of the 1940
Act, by getting it registered for the purpose of assigning it to
a company to be formed and registered under the Companies Act,
1956. In Dr. Gauri Shankar's submission the only three ways in
which, therefore, the trade mark 'DRISTAN' could have been used
in India were for the Appellant to have resort to section 45 by
floating a company to which, when incorporated, the trade mark
would be assigned or by manufactyring the tablets 'DRISTAN’
itself in India and thereafter by assigning it to the Indian
Company or by jointly applying along with the Indian Company to
have the Indian company registered as the registered user of the
sald trade mark.

The Appellant's application for registration of the trade
mark 'DRISTAN' was made under the 1940 Act and its registration
was also ordered under that Act. The application for reglstering
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the Indian company as the registered user was, however, wmade
under the 1958 Act. If the 1940 Act did not contain a legal
fiction similar to that enacted in section 48(2) of the 1938 Act,
the Appellant's case would fall to the ground because then at the
date of its applicatlon for registration of the said trade mark,
its intention would be not to use. it itself but to use it through
another. The 1940 Act, however, also made provisions with respect
to registered users and created a similar legal filction in
section 39(2) of the Act. Section 39 of the 1940 Act provided as
follows : '

"39. Registered ugers.-

{1) A person other thah the proprietor of a trade mark
may be registered as a registered user thereof in
respect of all or any of the goods in respect of which
it is registered (otherwise than as a defensive trade
mark) and either with or without conditions or
restrictions.

(2) The permitted use of a trade mark shall be deemed
to be use by the proprietor thereof, and shall be
deemed not to be use by a person other than the
proprietor, for any purpose for which such use is
material under this Act or any other law.”

The only difference between section 39(2) of the 1940 Act and
section 48(2) of the 1958 Act is that while under section 39(2)
the legal fiction created by it applies “"feor any purpose for
which such use is material under this Act or any other law”,
under section 48(2) the legal fiction applies "for the purposes
of section 46 or for any other purpose for which such use is
wmaterial under this Act or any other law". The addition of the
words “for the purposes of sectidn 46" in section 48(2) not only
does not make any difference but clarifies the scope of the sald
legal fiction. As we have seen, clause (a) of section 46(1)
refers both to “"bona fide intenticn on the part of the applicant
for registration that it (that is, the trade mark) should be used
in relation to those goods by him" as also to "bonma fide use of
the trade mark in relation to those goods by any proprietor
thereof for the time being.” It cannot possibly be that when
section 48(2) expressly provides that the permitted user of a
trade mark by a registered user is to be deemed to be user by the
proprietor of the trade mark for the purposes of section 46, the
fiction is intended only to apply to the use of the trade mark
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referred to in the second conaition of clause (a) of section
46(1) and not to the use of that trade nark referred to in the
first condition of the said clause (a). Lnder secticn 18(1), an
application for registration of a trade park can only be made by
a person who claims to be the proprietor of that trade mark.
Therefore, the words “applicant for registration” in clause (a)
of section 46(L) would mean "the person claiming to be the
proprietor of the trade mark who is the applicant for registra-
tion of that trade wmark”. The first condition of clause (a)
would, therefore, read "that the trade nark was registered with-
out any bona fide intention on the part of the person claiming to
be the proprietor of that trade mark who has made the application
for registration that it should be used in relation to those
goods by him". So read, there can be ne difficulty in reading the
words "by him" also as "Ly a repistered user”. Similarly, we see
no difficulty in applying the legal fiction in section 48(2) to
section 1&(l). Section 1&(1) in the light of the said legal
fiction would read us "any person claining to be the proprietor
of a trade mark used or proposed to Le used by him or by a regis—
tered user”. Ey reason of the provisious of section 3%(2) of the
1940 Act, section 1l4(1l) of that Act should also be read in the
same way.

In celebrated passage Lord Asquith of Bishopstone in East
End Dwellings Co. Ld. v. Finsbury Borough Council (1952) A.C.
109, said (at page 132) :

" 1f you are bidden to treat an inaginary state of
affiars as real, you must surely, unless prohibited
from doing sco, also imagine as real the conseguences
and incidents which, if the putative state of affairs
had in fact existed, nust invitatly have flowed from
or acconpanied it.”

In the State of bombay v. Fandurang Vinayak Chaphalkar and
Others [1553] S8.C.K.773, this Court held (at page 778) while
approving the above passage of Lord Asquith :

"When a statute enacts that something shall be deemed
to have been done, which in fact and truth was not
done, the court is entitled and bound to ascertain for
what purposes and between what perscns the statutory
fiction is to he resorted to and full effect must be
given to the statutory fiction and it should be
carried to its logic conclusion.”
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The purposes for which the said fiction has been enacted are
set out in section 48(2). These purposes are the purposes of
section 46 or for any other purpose for which such use is
material under the 1958 Act or any other law. To confine the
purpose only to a part of section 46 would be to substantially
cut down the operation of the legal fiction. The purpose for
which the legal fiction is to be resorted to is to deem the
permitted use of a trade mark, which means the use of the trade
mark by a registered user thereof, to be the use by the
proprietor of that trade mark. Having regard to the purpeses for
which the fiction in section 4B(2) was created and the persons
between whom it is to be resorted to, namely, the proprietor of
the trade mark and the registered user thereof, and giving to
such fiction its full effect and carrying it to its logical
conclusion, no other interpretation can be placed upon the
relevant portions of section 1l8(1) and of clause (a) of section
46(1) than the one which we have given.

In reaching the conclusion which they did, the learned
Single Judge and the Division Bench of the High court relied
heavily upon the PUSSY GALORE' Trade Mark Case. In order to
understand what was held in that case it 1s necessary first to
refer to some of the provisions of the English Trade Marks Act,
1938 (1 & 2 Geo. 6, c. 22), as the 1958 Act is based largely upon
the provisions of the Euglish Act though with certain important
differences. Section 17(1) of the English Act sets out who can
apply for registration of a trade mark and is in pari materia

with section 18(l) of the 1958 Act. Under section 17(4), the

refusal by a Registrar to register the trade mark is subject to
appeal to the Board of Trade or to the court at the option of the
applicant. If the appeal is to the court, there can be further
appeal to the Court of Appeal and from there to the House of
Lords, Section 26 provides for removal of a trade mark from the
Register and is in parl materia with section 46 of the 1938 act.
Section 32 deals with rectifying the entries in the Register and
is analogous to section 56 of the 1958 Act.

Under section 47 of the Patents, Designs and Trade Marks
Act, 1883 (46 & 47 Vict. c. 57), any registered proprietor could
grant licences to use the mark subject to any equity. The 1883
Act in so far as it related to trade marks was repealed by the
Trade Marks Act, 1905 (5 Mdw. 7 c. 15). The 1905 Act did not,
however, contain any power in the registered proprietor to grant
licences. The English Act of 1938, however, introduced a system
of official approval for licences to wuse a trade mark
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particularly by providing for registering a person other than the
proprietor of the trade mark as the registered user of the trade
mark. It will be useful to set cut the provisions ¢f the Enylish
Act of 153t relating to registered users in order to focus our
attention on the differences between the English Act and the 165%
Act with respect to registercd users.

Sub-sections (1), (2} and (4) to (6) of section Z& provide
as follows :

"280 REgiSt&I'ed users.=—

(1) Subject to the rprovisions of this section, a
perscn other than the proprietor of a trade mark nay
bé registered as a registered user thereof in respect
of all or any of the goods in respect of which it is
registered (otherwise than as a defensive trade mark}
and either with or without conditions or restrictions.

The use of & trade mark by a registered user thereof
in relation to goods with which he is connected in the
course of trade and In respect cof which for the time
being the trade nark remains registered and he is
registered as a registered user, being use such as to
corply with any conditions or restrictions to which
lis registration is subject, is in this Act referred
to as the 'permitted use' thereof.

(2) The permitted use of a trade mark shall be deemed
to be use by the proprietor therecf, anu shall be
deemed not to be use by a person other than the
proprietor, for the purpose of section tweuty six of
this Act and for any other purposes for which such use
is material under this Act or at common law.

(4) Where it 1is proposed that a perscu should be
registered as a registered user of a trase mark, the
propreitor and the proposed registered user must apply
in writing to the Registrar iu (he prescribed wanner
ané nust furnish him with a statutory declaration nade
by the proprietor, or by some person authorised to act
on his Lehalf and approved Ly the hegistrar—

(a) giving particulars of the relationship, existing
or proposed, between the proprietor and the proposed
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registered user, including particulars showing the

degree of countrol by the proprietor over the permitted
use which their relationship will confer and whether
it is a term of their relationship that the proposed
registered user shall be the sole registered user or
that there shall be any other restriction as to
persons for whose registration as registered users
application may be made;

(b) stating the goods in respert of which registration
is proposed;

(c) stating any conditions or restrictions proposed
with respect to the characteristics of the goods, to
the mode or place of permitted use, or to any other
matter, and

(d) stating whether the permitted use is to be for a

period or without limit of period, and if for a
period, the duration thereof;

and with such further documents, information or
evidence as may be required under the rules or by the
Registrar. :

(5) When the requirements of the last foregoing
subsection have been compled with, if the Registrar,
after considering the information furnished to him
under that sub-section, is satisfied that in all the
circunstances the use of the trade mark in relation to
the proposed goods or any of them by the proposed
registered user subject to any conditions or
restrictions which the Registrar thinks proper would
not be contrary to the public intervest, the Registrar
may register the proposed registered user as a
registered user in respect of the goods as to which he
is so satisfied subject as aforesaid.

{(6) The Registrar shall refuse an application under
the foregoing provisions of his sectlion if it appears
to him that the grant thereof would tend to facilitate
trafficking in a trade mark."

Sub-section (1) and (2) of section 29 provide as follows :

"29. Proposed use of trade mark by corporation tc be
constituted, etc.

(9%}
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* (1) No application for the régistration of a trade
mark in respect of any goods shail be refused, nor
shall permission for such registration be withheld, on

T - the ground only that it appears that the applicant
O - does not use or propose to use the trade mark, -

(a) if the tribumal is satisfied that a body corporate
"1z ‘about to be: constituted, and that the applicant
) 1ntends to assign the trade mark to the corporation

ith a view to the use thereof in- relatiou to those
,goods by the corporation- or

(b) if the application is accompanied by an applica- .
tion for the registration of a person as a registered
user of the trade mark, and the tribunal is satisfied
_that - the proprietor intends it to be used by that .

- person in relation to.those goods and the tribunal is

also satisfied that that person will be registered as
a registered user thereof i-mediately after the
/ registration of the .trade mark.

(2) The provisions'of section-twenty-six of this Act

shall have effect, 1In relation -to a . trade mark
reglstered under the powér conferred by the foregoing
sub-section, as if for the reference, in paragraph (a)

of sub-section (1) of that section, to intention on

- . .the part of an applicant for registration that a trade

. " mark should be used by him there were substituted a

-~ =  reference to jntention on his part that. it should be
used by the corporation or registered user concerned.

In 'the 'PUSSY GALORE' Trade Mark Case a ‘company filed

- \\fqpty-sixrapplications,for registering different trade marks 1in

respect of goods falling under.seventeen different classes. An
official objection was ralsed that, owing to the very large and _
diverse range of goods covered'by the several applications, the .
Registrar was not satisfled that the applicant company had (tself
the necessary intention to use the marks applied for. All the

 —marks sought to be registered related to novels written by the

. late Ian Fleming. Thirty-nine of the said applicatlons related to
warks 'James Bond Secret-Agent' and '007 Secret Agent', James

“~-~.Bond being the hero of those novels and 'U07' being his efficlal

o

code number. The remaining seven appllications were in respect of x
"the mark -"PUSSY GALORE'. Pussy Galore was a character featuring
_in lan Fleming's novel 'Godfinger', being’a’ female with sowewhat
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unorthodox morals and a name which would appear to be an obscene
pun in very questionable taste. The Registrar heard onme of the
said applications which related to the trade mark 'PUSSY GALORE'.
The other relevant facts appear in the decision of the Registrar.
The relevant passage is as follows (at page 266) :

" The mark in suit and the others to which I have
referred all contain references either directly or
indirectly to the well-known fictional character James
Eond and Nr. Bevan explained that the applicant
company were closely commected with the devisor of
that character, the late Mr. Ian Fleming and that his
widow has some interest in the company. Mr. Bevan
further explained that at the time the wvarious
applications were filed -the applicants did not
propose to use the mark themselves but were firmly of
the intention to seek others who would put the mark to
use either as repgistered users or as licensees. The
application was not however acconpanied by application
to register users as mpecified in section 29(1)(b).
hr. Bevan stated that it was a convenient commercial
practice to operate through registered users but the
latter might not be agreeable so to act until the mark
was registered. He submitted that the requirements of
the Act as to intention to use are satisfled in these
conditions.”

The Reglstrar took the view that the English Act of 19385 required
that, to gualify as an applicant, the proprietor of the nark must
either possess the intention to use the mark himself at the time
of application or have applied under the conditions of clause (a)
or clause (b} of section 29(l). The Registrar accordingly refused
the application. The applicant appealed to the Board of Trade and
the appeal was heard by G.W. Tookey, Esq., (.C., who dismissed
the appeal. The relevant passages from the judgnent of the Board
of Trade are as follows (at pages 269 and 270) :

" having carefully considered the relevant sections of
the Act, I conclude that the Registrar's decision is
right. In my view, section 17 has the linited meaning
attributed to it by the Registrar. There is. no
difficulty about the case of servants and agents,
because although wvarious executive acts way be
performed by them on behalf of their principal who is
the applicant for the mark, the use of the mark
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vis-a-vis the public is by the applicant and no one
else. As repards registered users, when section 17 was
framed by the legislature, the effect of the
introduction into trade mark law for the first time of
registered user provisions must have been borne in
mind. It would be obvious from the provisions of
section 28, and also from the definition of 'trade
mark' in section 68, that actual use of a trade mark
night be exclusively by a registered user and not by
the proprietor at all....

1 agree with the Registrar that section 28 is dealing
with matters which arise after registration, and has
no such bearing upon the interpretation of section 17
and 29 as the applicants have contended. As above
indicated, my view is that section 29 states the only
cases in which an intended use, ex hypothesi not a use
by the applicant, can be regarded as justifying
dispensation from the requirements of section 17. What
happens after registration calls for different
consideration both as regards the use of marks in
accordance with the provisions of the Act and as
regards the consequences of wuse otherwise than in
accordance with the provisions of that Act.”

In our opinion, the High Court was unduly impressed by this
case and unnecessarily attached great importance to it. The High
Court justified its reliance upon that case by referring to the
following passage from the judgment of this Court in The
Registrar of Trade Marks v. Ashok chandra Rakhit Ltd. [1955] 2
$.C.R. 252. (at pages 259-60) :

"As the law of Trade Marks adopted in our Act merely
‘reproduces the English Law with only slight
nodifications, a reference to the judicial decisions
on the corresponding section of the English Act is
apposite and must be helpful.”

~

What the High Court overlooked was that in Ashok Chandra Rakhit's
Case the section of the 1940 Act which fell for interpretation
was in pari materia with the corresponding section of the English
Act of 1938 which had been judicially interpreted by the courts
in England. As pointed out by this Court in Forasol v. Oil and
Natural Cas Commission [1984] 1 S.C.K. 526, 549, 567; s.c. (1984)
Supp. 5.C.C. 263, 28G, 295, in the absence of any binding
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authority of an Indian Court on a particular point of law,
English decisions in which judgments were delivered by judges
held in high repute can be referred to as they are decisions of
courts of a country from which Indian Jurisprudence and a large
part of our law is derived, for they are authorities of high
presuasive value to which the court way legitimately turn for
assistance; but whether the rule laid down in any of these cases
can be applied by our courts must, however, be judged in the
context of cur own laws and legal procedure and the practical
realities of litigation in our country.

The relevant provisions relating to registered users in the
English Act and In the 1958 Act are materlally different. The
English Act creates two legal fictions. The first is contained in
section 28(2) which relates to the permitted use of a trade mark.
That fiction is for the purpose of section 26 (which corresponds
to sectlon 46 of the 1958 Act) and for any other purpose for
which such use is material under the English Act or at common law.
The second is contained in section 29(2) and relates to intentlon -
on the part of an applicant for reglstration that a trade mark
should be used by him. The second fiction is for the purposes of
paragraph (a) of section 26(l) which corresponds to clause (a) of
seclon 46(1) of the 1958 Act. The 1958 Act, however, contains
only one fiction. It is in section 48(2), which 1is in pari
materia with sectlon 28(2) of the English Act. In our opinion,
the omission from the 1958 Act of a provision similar to that
" contained in sectlon 29(2) of the English Act does not make any
difference if one were to see the sald section 29(2) in its
proper setting and context. The English Act does not prescribe,
just as the 1958 Act does not, any period of time from the date
of registration of a trade mark within which an application for
reglstering a person as a registered user of that trade mark
should be made. Section 29(1) of the English Act, however,
provides that an appiication for registration of a trade mark can
be accompanied by an application for the registration of a person
ags a registered user of that trade mark, and if the tribunal is
satisfied that the proprietor of the trade mark intends it to be
used by that persen in relation to those goods and is also satis-
fied that that person will be registered as a registered user
thereof after the registration of the trade mark, it will not
refuse to register the trade mark. The effect of section 29(1l),
therefore, is that an application for registering a person as a
registered user can be made simulataneously with the application
for registering the trade mark and if both are found to be satis—
factory, the application for registration would be granted and
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immediately thereafter the registration of the registered user

would be allowed. In such a case, the intention on the part of
the applicant for registration that the trade mark should be used
by the registered user thereof is to be deemed to be an

‘intention to use that trade mark by the applicant for registra-

tion. This is a special provision applicable to a special case.
The fiction created by section 29(2) 1s alsn made applicable to
the: case of' a.corporation about to be constituted to which the
applicant iotends to assign the trade mark. There iz no such
fiction relating to. intentlon expressly provided in:the 1958 Act,’
nor is .there any provision for simultaneously making an applica-

-tion_for -registration of a trade mark and an application’ for
‘Teglstering a person as’the registered user of the trade mark. It

appears to us that the purpose for which fiction was created by

-section 29(2) with respect.to a registered user was to eliminate

all possibility of trafficking in a trade mark by a person
getting himself registered as the proprietor of a trade mark and
thereafter going in search of some person who will use it as the
registered user thereof. Assuming thar the existence of the
special fiction created by section 29(2) cuts dowa the full
operation of the general fiction enacted in section’ 28(2), 1t
does not follow that the absence of such special fiction in the
1958 Act will. also cut down-the operation of the fiction in
section 48(2) in the same way by limiting it to the actual use of

‘a trade mark only. As- pointed out earlier, in the 1958 Act

wherever the phrase used by hin™ occurs the fiction will apply.

"In other words, the permitted use of a trade mark is, by the

tiction enacted in section 45(2), equated with “use by the regis-—

- tered proprietor”. Consequently wherever the word “use™ occurs
“with”all its permutations and commutations, as for inmstance in
.. phrases such as "proposed to be used by him" or “intended to be
‘uged by him", the fiction will apply. AL this stage, it is perti-

nent to note that form No. T™-2, which is the form prescribed for

-.an application for registration of a trade mark prescribed by the

English Trade ‘Marks Rules, - 1938, was substituted in 1982 and .
unde'-' the substituted Form a new colunn is provided which
requires detalls of an- application under section 2%(1) to be
given. The old Form No. TM-2 did not contain this requirement nor
does form TM-1 ap,mnded to the 'I‘rade and Merchandise Mar:ks Rules »
1939.

There is another vital point of distinction between the

" provisions of the Znglish Act and those of the 1958 Act relating
" te registered wusers. {Uuder the 1958 Act, an application fox
 registtation . of a ‘trade wmark as also an applicaticn for

¢
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registering a registered user are to be made to the Registrar and
.. it is the Registrar who has to grant both of them. The Registrar
: would refuse the application if it appears to him that the  grant
+ thereof would tend to facilitate trafficking in a trade mark.

- This question is to be considered by the Registrar himself. The -

.=.provisions of the 1940 Act were the same but the provisions of
the 1958 Act are ridically different. Under the 1958 Act, though
_ both the application for registration of a trade mark and the
-~ application.for reglstration of a registered user are to be made
to the Registrar, the Registrar has the power to grant the appli-

_cation for registration of the trade mark only. So far as the

application  for registering a person as a registered user is

- concerned, he has to forward it topether with his report to the
" Central Govermment and it is for the Central Government to decide

whether to permit such application to be granted or not. In order
to decide this, the Cemtral Government has to take into account
. the matters set out_in sub-section (3) of section 49 and in rule
. 5 of the Trade Marks Rules, 1959. The matters to.be coasldered
by the Central Government Anclude not only whether the permitted
use, if allowed, would amount to trafficking in trade marks but
also the inierests of the general public and the development of

any Industry, trade or commerce in India. After the Central’
Government has taken its decisjon, the Registrar is to dispose of

| the application in accordance with the directions issued by the

Central Govermuent. Thus, while under the English Act the autho=-
ity to decide an application for registering a registered user is
.the same as the authority for registering a trade mark, under the
1958 Act they are different and so are the considerations - which
-are to be taken into account. .

.

Under -the 1958 Act an application for reglstering a

' - reglstered user can only be wmade after a trade mark 1is

registered. If an intended use by a person who will be registered
‘user is not to. be included in the legal . fiction created by
section 44(2) it would make that fiction operate within a very
narrovw compass-'and almost  render , the provisions relating to
registered users meaningless. It {s fn very rare cireuustances
that a person will get a trade mark repistered as praposed to be

used by himself, use it in velatienw to the concerved goods, and

thereafter permit it to be used by another as a registered user.

It is also not open to everyone who wants to register a  trade

rark to form a company to whith after the tvade fark is
reglstered and the proposed company 1s incorporated, the trade
mark will be assigned. These thiugs ars not prag¢rical vealities

and Parliament could unot have inteaded such abswwd regults. The

B
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argument of Dr. Gauri Shankar that the Appellant should have got
the trade mark registered with the intention that it will itself
use the trade mark and in order to effectuate that intention the
Appellant should have set up a factory and manufactured and
marketed the tablets 'DRISTAN' and then either assigned the trade
mark to the Indian Company or to get the Indian Company
registered as the registered user of that trade mark is
illogical. By reason of our foreign exchange and industrial
policies it is not possible for a foreign company to estabiish
its own industry in India. It can only do so by entering into a
collaboration with Indian entrepreneurs in which the foreign
company would not be permitted to have more than 40 per cent
shareholding and would be subject to other restrictions. Even
assuming that a forelgn proprietor of a trade mark were to be
establish an industry of his own in India, it would be absurd to
imagin that it would thereafter cease manufacturing the goods and
allow someone else to do s0. Equally illogical is the argument of
Dr. Gauri Shankar that the Appellant and the Indian Company
should have jointly applied for registration of the trade mark
'DRISTAN'. The Appellant was already in collaboration with the
Indian Company. There was no need for it to seek other
collaborators to establish a new company. To assign the trade
mark to the Indian Company or to make jointly with the Indian
Company an application for registration of the trade mark
'DRISTAN' would be to destroy the Appellant's proprietorship in
that trade mark. It is well—known principle of interpretation of
statutes that a constructlon should not be put upon a statutory
provigion which would lead to manifest absurdity or futility,
palpable injustice, or absurd inconvenience or anomaly. (see: M.
Pentiah and Ors. v. Muaddala Veeramallappa and Ors. [1961] 2
S.C.R. 295, 303. The Division Bench of the Calcutta High Court
saw the absurdity, inconvenience and hardship resulting from the
construction which was placed by it upon section 48(2), as is
shown by the passages from its judgment reproduced earlier. It,
however, forget the above principle of construction and failed to
give to the legal fiction enacted by section 48(2) its full force
and effect.

The "PUSSY GALORE' Trade Mark Cage was a decision of the
Board of Trade and not of any English Court. As agalnst that
case, we have the declsion of the High Court of Australia im
Aston v. Harlee Manufacturing Company, (1959-60) 103 C.L.R. 391,
on which Fullagar, J., held (at pages 402-3) :

"L would only add that the ‘registered user'
provisions of the Trade Marks Act were introduced im

L4
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1945,- and an iﬁtent:l.bn to take advanfage of those

provisions would, in my opinion, be a sufficlent

o 'intention to use'

So far as the 'BOS'I‘I'ICE' Trade Mark Case relied upon by the

"’ Registrar is concerned, it has no relevance to the question which

we have to decide. It turned upon its own facts and what was held

in that case was that the provisiens of section 28 of the English

Act are not mandatory but permissive.

'I’he High Court also took the assistance of the Shavaksha

Committee Eeport and the Ayyangar Report to enable it to place -

the construction which it did upon section 48(2). When it was

--_mtended to revise the 1940 Act, the Govermment of India set up
in 1953 that Trade Marks enquiry Committee under the.Chairmanship

of Mr. K.5. Shavaksha, the then, Registrar of Trade Marks: The
Report .of the Shavaksha Committee was made. in 1954, The
Govermment . thereafter appointed Mr. Alagiriswaml, who had acted
“as the Secretary of the Committee, as Special Officer to consider

the Shavaksha Committee -Report, and he made his own.
recommendations. The ' Government, -therefore, felt that the

Shavaksha Committee Report and the recommendations made by the
Special Officer -should be further examined by a judicial
authority and it accordingly appointed Mr. Justice Rajagopala

Ayyangar to examine the matter. Both the learned Single Judge-

and the Livision Bench were of. the " opinion that the

‘recommendation made in the Ayyangar Report were accepted by the -

Govermment. This 1s, ' however, not correct. The Shavaksha
Comnittee had recommended the insertion of a provisicn similar to
clause (b) of section 29(1) of the English Act'in section 36 of
the 1940 Act which corresponds to section 45.0f the 1958 Act. The
, Ayyapgar heport did not accept this recommendation but -had
recommended the addition of a provision to the effect that a

registered proprietor should not be entitled to permit use by a

registered user unless such proprietor had used the mark in

relation to goods in the course of trade for a pericd of at least -

two years_before the date of the application for registration of
a registered user. Parliament did not accept the recormendation
made in either of these Reports. These Reports, therefore, cannot

be referred to for ascertaining the intention of Parliament when

enacting the relevant provisions of the 1958 Act. -

-

l"rom what we have said above, we must not be understood to
‘mean that a person, who does not intend to use a trade mark -

himself can get it registered and when faced with an application
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under clause (a) of section 46(1l) to have that trade mark
removed, turn round and say that he intended to use it through
some person who was proposed to be got reglstered as a reglstered
user. This would clearly amount to trafficking in a trade mark.
'PUSSY GALORE' Trade Mark Case could easily have been decided on
the ground that the applications for registration made therein,
if granted, would amount to trafficking in trade marks. This has
* been pointed out in Halsbury's Laws of England, Fourth Editionm,
Volume 48, in footnote 6 to paragraph 30 at page 25.

In our opinion, to enable the proprietor of a trade mark who
has got 1t reglsteted on the ground that he intends to use the
trade mark to avail himself of the fictlon created by section
48(2), he must have had in mind at the date of his application
for registration some person to whom he intends to allow the use
of the trade mark as a registered user. This would eliminate all
chances of trafficking in a trade mark. If an applicant for
registration did not have at the date of his application for
registration a particular registered user in view, he camnot be
sald to have had a bona fide intention to use the trade mark and
in such an event he cannot resist an application made under
clause (a) of section 46(1l) of the 1958 Act.

Turning now to the present Appeal, the facts on the record
show that only when it was decided to introduce 'DRISTAN' tablets
in the Indian market through the Indian Company that the
Appellant made 1its application to vregister the trade mark
'DRISTAN'. There was a close connection in the course of trade
between the Appellant and the Indian Company. The Appellant owned
40 per cent of the shareholding in the Indian Company. It had
entered ‘into a technical collaboration agreement with the Indian
Company which provided for strict quality contrel and for
formulae and services to be provided by the Appellant. The
manufacture, marketing and advertising of all products under the
sald agreement were to be under the comntrol of the Appellant.
There was no royalty payable by the Indian Company to the
Appellant in respect of the use of the trade mark 'DRISTAN'. In
the event of the collaboration agreement belng terminated by
reason of the happening of any of the events mentioned in the
said agreement, amougst which events was the shareholding of the
Appellant becoming less than 40 per cent, the Indian Company was
to cease to be entitled to manufacture the tablets 'DRISTAN' or
to use its formula or to use the trade mark 'DRISTAN'. There was
here, therefore, no question of any trafficking in a trade mark.
In these circumstances, the intention of the Appellant to use the
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trade mark 'DRISTAN' through the Indian Company which was
subsequently to get itself registered as the registered user of
the said trade mark cannot but be characterized as bona fide.

Mr. Narimen, learned Counsel for the Appellant, also urged
that in addition to having a bona fide intention to use the trade
mark 'DRISTAN', the Appellant had also used it within & period of
one month before the date of the Application for Rectification.
For this purpose, learned Counsel relied upon the samples sent by
the Appellant to the Indian Company. In the view which we have
taken that the two conditions of clause (a) of section 46(1) are
cumulative and that the first condition has not been satisfied in
thie case, we find it unnecessary to consider this point.

It was also submitted by Dr. Gauri Shankar, learned Counsel
for the First Respondent that the Appellant was not entitled to
retain the trade mark 'DRISTAN' on the register because it had
obtained its registration by making a false statement in its
application for registration inasmuch as it had not stated in the
sald application that the sald trade mark was proposed to be used
by a reglstered user but instead stated that it was to be used by
the Appellant who claimed to be the proprietor thereof. This
point was not raised at any time before the Registrar or the High
Court and it is not open to the First Respondent to take this
point for the first time in this Appeal by certificate. Apart
from that, there is no substance in this point. Form T™-1 append-
ed to the Trade and Merchandise Marks Rules, 1959, does not
contain any column similar to the column in the new Form No. TM-2
appended te the English Trade Marks Rules, 1938. The relevant
portion of Form TM-1 is as fellows :

" Application is hereby made for registration in Part
A(a)/B of the register of the accompanying trade mark
in class (D) eesssssscsssscessssneanssassss 1n respect
of (c).ao-ot-----o----o-oo--oo.o----coco--- in the
name(s) of (d)oll---out.l.ocu--oocl-ncn-;lol- whose
address 1is (e) Tesssesssssassssrsatsnsressaress WHO
claim(s) to be the proprietor(s) thereof (and by whom
the said mark is proposed to be used) (f) or {and by
whom and his (their) predecessor(s) in title (g) the
sald mark has been continuously used 8ince ssieesssans
seeseslfeianesanias) in respect of the said goods(h)."

The Appellant, therefore, cannot be said to have practised any
deception in stating in its application that it intended to use
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the trade mark itself. In our opinion, it would be better if the
Central Government were to amend Form TM~1 to require the -
applicant to.state whether he proposes to use the trade mark
himself or through a registered proprietor and 1if so, to state
the particulars of the proposed registered user.

It was néxt sought to be argued by Dr. Gauri Shankar that:

the trade mark 'DRISTAN' was deceptively and confusingly similar

“to the trade mark 'BISTAN' of which the registered proprietor is
M/s. Prof. Gajjar's Standard Chemical Wroks Ltd. This is not one.
of the questions upon which the certificate was granted by the
High. Court-and it is not open to the First Respondent to take -
this point in this Appeal. In any event, this point too is-
: : -.without any substance. It was rejected by the Registrar. The .
-~ learned single Judge did not deal with it. Though the Division

Bench was of the opinion that it.was not-necessary to decide that -
. question, it recorded the facts relating thereto which would

justify the rejection of that contention. These facts are. that
though the proprietor of the said trade mark 'BISTAN' had made an
affidavit supporting the First Respondent in.the proceedings for
. rectification of the Register it had not either opposed the
registration of the trade mark 'DRISTAN' nor had it at any time
alleged, apart from the sgaid’ affidavit _that there would be any
confusion or deception by the use of the trade mark 'DRISTAN'

O

In . the written submissions filed by the First Respondent

" after the hearing before us was concluded it was contended that
.the Court's discretion should be exercised against the trade mark
'DRISTAN' remaining on the Register inasmuch as to allow it so to
““continue would be <contrary to ‘the policy of the - Central
. Goverrment with respect to brand names belonging to foreign .
IR F E companies and also because two of the ingredients used in the
g ‘formula for the manufacture of 'DRISTAN' tablets were banned by

-~ '~ ™. the authorities. In support’ of "this contention. ceples of some
: “eirculars and notifications were filed along with the written-
‘submissions. This point was not at any time taken before the

- Registrar or the High Court nor does the certificate granted by

¢. ~the High court cover it. It is oot - fair to produce coples of any
circular or’ notification along with written submissions after
oral ; arguments have- closed .because the other . side has. no
opportunity to .meet this case.. For ought we know, after some
ingredients in the composition of the 'DRISTAN' tablets were

“- . banned, the manufacturers may have changed the formula. We are
... g~ not concerned in this Appeal with this question. The application
for registering the Indian Company as the reglstered user of the

1

-~

w
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said trade mark is still pending and when the Central Government
comes to consider that application, it will decide the matter for
itself. After all, the best guardian of the policy of the Central
Goverrment is the Central Government iteelf and not a private
limited company, namely, Mac Laboratories Private Limited, the
First Respondent before us, which has a vital {interest in having
the trade mark 'DRISTAN' removed from the Register.

For the reagons given above, this Appeal must succeed and 1s
allowed and the judgment of the Division Bench of the Calcutta
High court appealed sgainst 13 reversed and the order passed by
it 18 set aside. Consegquently, Appeal No. 165 of 1968 filed by
the Appellant before the Division Bench of the Calcutta High
Court is allowed with costs and the judgment of the learned
Single Judge of that High Court and the order passed by him are
reversed and set aside. As a result Appeal No. 61 of 1965 filed
by the First Respondent before the learned Single Judge of the
Calcutta High Court is dismissed with costs and the order of the
Registrar of Trade Marks, Calcutta, dismissing the First

Respondent's Application for Rectification No. CAL-17 with costs
is confirmed.

The First Respondent willrpaﬁ to the Appellant the costs of
this Appeal. -

A.P.J. A.ppeal allowed-



